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IN THE 


United States Court of Appeak 

Distbict of Columbia. 


No. 8717. 


KRAFT CHEESE COMPANY, Appellant, 

V. 

CONWAY P. COE, UNITED STATES COMMISSIONER 
OF PATENTS, AppeUee. 


Appeal from the District Court of the United States for the 

District of Columbia. 


BRIEF FOR PLAINTIFF-APPELLANT. 


JURISDICTION. 

This proceeding was brought under the provisions of 
Section 9 of the Trade-Mark Act of February 20, 1905 
(U. S. C. Title 15, Sec. 89) and Section 4915 of the Re¬ 
vised Statutes (U. S. C. Title 35, Sec. 3), as | interpreted 
by the Supreme Court of the United States ini the case of 
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Baldwin Co, v. Robertson, Commissioner of Patents, et al., 
265 U. S. 168. This appeal is taken under Section 128 
of the Judicial Code (U. S. C. Title 28, Section 225). 

STATEMENT OF THE CASE. 

The Facts. 

Plaintiff-Appellant, Kraft Cheese Company, appeals 
from a decree of the U. S. District Court of the District 
of Columbia, dismissing Plaintiff^s Bill of Complaint filed 
against the Commissioner of Patents for the purpose of 
directing the Commissioner of Patents to pass for publi¬ 
cation the mark ‘‘Old English’^ as a trade-mark for cheese, 
pursuant to the act of February 20, 1905 (as amended). 

! The application for registration was filed on June 6, 
1940, Serial No. 432,724. As the result of the prosecution, 
the Examiner of Trade-Marks finally refused registration 
for the following reasons: 

“The refusal to register is based on the ground 

I that the mark is merely geographical. Old cheese has 
quite a vogue, as does, presumably, English cheese. 
The mark may therefore be regarded as geographical 
or as geographically descriptive of old English 
cheese.’^ 

Upon appeal to the Commissioner of Patents, the As¬ 
sistant Commissioner held as follows: 

. “ As applied to cheese, however, the word ‘English’ 
has a descriptive significance, and the word ‘old’ is 
purely descriptive.” 

' On or about June 10, 1942, Appellant filed the present 
suit. The suit was tried on October 13, 1943, before His 
Honor, Mr. Justice Bailey, who, on or about November 
13, 1943, filed a written opinion (App. 36-37) holding that 
the registration of the mark was properly denied. On 
December 2, 1943, the Court dismissed the Bill of Com- 



plaint (App. 38). Notice of this Appeal was filed on De¬ 
cember 20, 1943 (App. 38). 

Prior to trial in the District Court, Plaintiff took the 
depositions of John Kraft, the Vice-President of the Plain¬ 
tiff and Erwin P. Snyder, its general counsel. At the trial. 
Plaintiff also called two additional witnesses, L. Riggs, 
Plaintiff’s Director of Research, and a disinterested local 
store-keeper R. B. Mulligan. 

The Commissioner of Patents took no depositions, put 
on no witnesses, and introduced no evidence, except copies 
of proceedings in the Patent Office. 

The' depositions, testimonies, and exhibits received in 
evidence in the case establish, without contradiction by 
Defendant, the following facts: 

1. The mark ‘‘Old English” has been used by the Plain¬ 
tiff and its predecessors as a trade-mark for cheese since 
the year 1912 (App. 31). 

2. The mark “Old English” has been written in a kind 
of type known as “Old English” (See App. 4^t) as shown 
in the trade-mark drawing (App. 43) and in the various 
wrappers and packages (Plaintiff’s Exhibits 1 to 11, inch) 
continuously since at least as early as the year 1920. No 
other style of type or lettering has been used during that 
period (App. 24). 

3. The cheese sold under this brand by the Plaintiff 
is Kraft Cheese Company’s “top brand” of cheese (App. 
7 and 13). This brand of cheese is not now available for 
general sale because of Army and Navy and Lend-Lease 
requirements, which make it impossible for Plaintiff to 
obtain high-grade well cured cheese for the purpose of 
manufacturing cheese worthy of being sold under the “Old 
English” label (App. 10-11). 

4. Before the present emergency developed. Plaintiff 
was manufacturing and selling this high-grade cheese 
under the “Old English” label in large quantities through- 
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out the United States. During the last eight years, the 
sales have exceeded five million (5,000,000) pounds annu¬ 
ally (App. 33). 

' 5. ‘‘Old English’’ brand cheese sells for a considerably 
higher price than any other cheese of similar type put out 
by Plaintiff, Kraft Cheese Company (App. 21). 

6. The words “process cheddar cheese” used on Appel¬ 
lant’s labels and packages indicate the particular type and 
style of cheese put out by Appellant under said labels. 
The word “cheddar” means cheese made by the cheddar 
process, the process used in making so-called American 
cheese (See Plaintiff’s Exhibit 16, App. 45). The word 
“process” means cheese which is no longer in its natural 
shape, but which has been “processed” by grinding it and 
pasteurizing it at a temperature which will permit it to be 
poured into any desired shape or size of package (App. 7). 
See also Government Bulletin, Plaintiff’s Exhibit 16, (App. 
46) Section 19 of which defines “process cheese”. Under 
U. S. Government regulations. Appellant’s “Old English” 
cheese, which contains an emulsifier, cannot be called pas- 
burized cheese, but must be labeled “process cheese” 
(App. 7 to 8). See also the Bulletin, Sections 18 and 19 
(App. 46). See also Snyder’s testimony (App. 27 to 28). 

7. There is no type of cheese known under the varietal 
name “English” or “Old English.” See Government 
Bulletin, pages 5 and 6, Plaintiff’s Exhibit 16 (App. 45 
and 46). See also Riggs’ testimony (App. 9 and 10), 
Snyder’s testimony (App. 31), Mulligan’s testimony (App. 
20). There is no cheese-maMng process known as the 
“English Process.” (Bigg’s testimony, App. 14.) See 
also John Kraft’s testimony (App. 31). 

' 8. Since the inception of the use of the brand “Old 
English” by Applicant and its predecessors, all of the 
^cheese sold under that name has been manufactured in 
the United States (App. 10 and 36). No complaint has 
ever been made by any governmental authority as to false 
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markiiig or advertising in respect to the place of origin or 
manufacture, because of the use of the mark “Old Eng¬ 
lish’’ (App. 25 to 26). 

9, Except for Applicant’s cheese, there has never been 
on the market, in this country, any other cheese known 
as “Old English” or sold under the brand “Old Eng¬ 
lish,” except in the case of a brief minor local infringe¬ 
ment in Chicago, Illinois, during the year 1925, which was 
promptly discontinued after complaint was made (App. 
26). 

< 10. The word “old” is not used in selling cheddar or 
American type cheese to indicate quality or that the cheese 
has become well-cured or aged, or has developed a sharp, 
snappy flavor. On the contrary, the word “old”, if used 
in connection with such cheese, is a derogatory term, in¬ 
dicating that the cheese is not desirable or of inferior 
quality. Customers never ask for “old cheese” (Mulli¬ 
gan Testimony, App. 21; Riggs Testimony, App. 11 and 
12 ). 

11. The mark “Old English” is used by Plaintiff to dis¬ 
tinguish its cheese from cheese made by others, and for 
no other purpose (Riggs Testimony, App. p. 13). 

12. Plaintiff has disclaimed exclusive use of the word 
“English” apart from the mark “Old English” (App. 
p. 41). 

STATUTES INVOLVED. 

The controversy in this case involves an interpreta¬ 
tion of the Trade-Mark Act of February 20, 1905, Stat. at 
large. Chap. 592, Secs. 10 to 30 inclusive, Vol. 33, pages 
724 to 731 inclusive (U. S. Code Title 15, Secs. 81 to 108 
inclusive). In this memorandum said Act will hereinafter 
be referred to as the Act of 1905, or the 1905 Act. 

The particular section of said Act which is in contro¬ 
versy, is Sec. 5 (U. S. C. Title 15, sec. 85) which reads as 
follows: 
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‘‘That no mark by which the goods of the owner of 
the mark may be distinguished from other goods of 
the same class shall be refused registration as a trade¬ 
mark on account of the nature of such mark • • • 

• * • provided that no mark which consists 

• * • merely in words or devices which are descrip¬ 
tive of the goods with which they are used or of the 
character or quality of such goods, or merely a geo¬ 
graphical name or term shall be registered under the 
terms of this Act.” • • • 

STATEMENT OF POINTS. 

Because of the variety of different reasons advanced 
successively by the Examiner of trade-marks, the Assist¬ 
ant Commissioner of Patents and the trial court, as rea¬ 
sons for refusing registration, and recognizing that this 
court is considered a court of equity and has the right in 
effect to try the case de novo on the evidence submitted, 
as a matter of precaution we believe it well to state our 
views as to each of the variety of grounds upon which 
registration of this mark has been refused. 

Point 1. In refusing registration, each of the prior tri¬ 
bunals overlooked the intent of the Act of 1905, the pur¬ 
pose of which was to benefit the public and owners of 
trade-marks. 

Point 2. The prior tribunals failed to apply the rule that 
where a statutory grant is expressed in general terms, 
limiting provisos or exceptions should be strictly construed 
in favor of those persons which the general statutory grant 
was intended to benefit. 

Point 3. In case of doubt, such doubt should be resolved 
in favor of the applicant for registration, because, in the 
event of any improvident decision in the applicant’s favor, 
all persons are fully protected under the Act of 1905 by 
their right to oppose the grant of the registration or, if 




by inadvertence no opposition is filed, they may at any 
time file a petition to cancel the registration. 

t 

Point 4. The lower tribunals not only improperly resolved 
all doubts against the applicant for registration, but they 
disregarded the evidence in holding any one of the follow¬ 
ing: 

(a) That the mark ‘‘Old English” is descriptive of 
cheese or of the character or quality of such cheese. 

(b) That either the word “English” or the word “Old” 
as applied to cheese, have a descriptive significance. 

(c) That the mark “Old English” is geographical as 
applied to cheese. 

(d) That the mark “Old English” is “Geographically 
descriptive” (a phrase not found in any statute but con¬ 
cocted by the Examiner of trade-marks). 

(e) That the use of the mark “Old English” on cheese 
would convey the meaning that the cheese was made “in 
the old English manner”. (The evidence shows there is 
no “Old English” or “English” process or manner of 
making cheese.) 

Point 5. The plaintiff, having established without con¬ 
tradiction, that the mark “Old English” is used to distin¬ 
guish plaintiff’s goods “from other goods of the same 
class” (1905 Act—Sec. 5), the mark is thereby shown to 
be prima facie registrable under the statute. In order to 
deny registration, the Commissioner should be required 
to show, at least by a preponderance of evidence, that 
the mark is of a type which is included in one of the ex¬ 
ceptions or provisos of the statute. The Commissioner 
may not rely upon his own unsupported opinion, or upon 
mere surmise or conjecture, in the face of competent, posi¬ 
tive and uncontradicted evidence to the contrary. 
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SUMMARY OF ARGUMENT. 

Prop. 1. The intention of the Trade-Mark Act of 1905 
was to afford the fullest possible protection to the owner 
of a common law trade-mark used in Federal commerce. 

Prop. 2. Exceptions and provisos of a statutory grant, 
expressed in general terms, require the strictest interpre¬ 
tation, and all doubts should be resolved in favor of the 
one who qualifies under such general grant. 

In this case, the mark is qualified as a good common 
law trade-mark, and the evidence shows that it is used as 
such and for no other purpose. It is therefore incumbent 
upon the Commissioner to show that the mark was clearly 
within the prohibition of the descriptive or geographical 
proviso of Section 5 of the 1905 Act. This he has not 
done. On the contrary, the Plaintiff, by competent evi¬ 
dence, has shown that the mark is neither descriptive nor 
geographical, nor is it so used or understood by the trade. 
Hence, it is the duty of the Commissioner to register the 
mark. 

Prop. 3. Under the Act of 1905, the Commissioner’s 
obligation is to assist an Applicant to obtain a registra¬ 
tion, if at all possible, rather than to reject it upon opin¬ 
ion and conjecture in order to justify a previous erroneous 
decision of the Patent Office. 

Prop. 4. Any error in judgment resulting in the allow¬ 
ance of a registration involves no injury to the public, in 
view of the full opportunity for subsequent opposition or 
cancellation. 

Prop. 5. An administrative ruling, even though long es¬ 
tablished, is not controlling upon a Court of Justice. This 
court is not bound by the decision in the Boyle case, 8 T. 
M. Rep. 230. 

Prop. 6. The mark “Old English” is neither descrip¬ 
tive nor geographical. It does not consist merely of words 
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which describe the goods. It does not consist merely of 
words which describe the character of the goods. It does 
not consist merely of words which describe the quality of 
the goods. The mark does not consist of merely a geo¬ 
graphical name or term. 

Prop. 7. There is no authority in Section 5 of the 1905 
Act for rejecting a mark on the ground that it is geo¬ 
graphically descriptive^’, as contended by the Examiner 
of Trade-Marks and by the Commissioner’s attorney. 

The Patent OflGice may reject a mark because it is de¬ 
scriptive. It may reject a mark because it is geographi¬ 
cal. But the Patent Office is not a legislative body. It 
may not invent a new proviso and inject it into the statute 
for the purpose of refusing an application for registra¬ 
tion. 

Prop. 8. Under the Authorities, ‘‘Old English” is a 
good common law trade-mark for cheese and is subject to 
registration under the Act of 1905. 

The Boyle case, 8 T. M. Rep. 230, which held that “Old 
English” was not registrable as a mark for floor wax, 
has been virtually overruled by the Commissioner, him¬ 
self, in the *^Early American” case, 40 U. S. P. Q. 560, 
where the mark “Early American” was held to be» not 
geographical, in view of the disclaimer of the word 
“American” alone. 

That the mark “Old English” is a good technical com¬ 
mon-law trade-mark is shown by the decision in the **Old 
South” case, 80 Fed. (2d) 607, 609 (beer), and by the 
subsequent granting of “Old South” registrations by the 
Patent Office under the 1905 Act. 

It is also shown by the “OW Germa/n” case, 29 T. M. 
Rep. 439, 444, in which the New York Supreme Court held 
that the mark “Old German” (beer) was a good techni¬ 
cal trade-mark, and neither geographical nor descriptive. 

The Lexington Club” case, decided by this Court in 
1908, to the extent that it might constitute any authority 
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against Appellant in the present case, has been virtually 
overruled by the decision of the United States Supreme 
Court in the Beckwith case, 252 U. S. 538, which held, in 
effect, that a trade-mark should not be dissected into its 
various elements or component parts, but is entitled to be 
considered as a whole, even though it contain parts or 
elements which are unregistrable as separate elements. 

Prop. 9. Appellant should be commended rather than 
criticized, for voluntarily disclaiming “English’’ apart 
from the mark shown. Disclaimers, although not men¬ 
tioned in the Act of 1905, have been expressly approved 
by the Supreme Court in the Beckwith case, 252 U. S. 
538. 

ABaXTMENT. 

Proposition No. 1. 

The intent of the Trade-Mark Act of 1905 was to afford 
the fullest possible protection of the property rights of the 
owner of a common law trade-mark used in Federal com¬ 
merce. 

Although Congress did not define a trade-mark in the 
Act of 1905, it is generally understood that a trade-mark 
is any word, symbol or other marking which 

“serves to identify origin or ownership of the goods 
to which it is affixed.” 

{The **Tea Rose” Case, Hanover Star v. Metcalf, 240 U. 
S. 403, 412.) 

The 1905 Act should be construed liberally so as to 
benefit owners of trade-marks by allowing them to register 
their marks in the United States Patent Office thereby to 
promote our domestic and foreign trade. See Beckwith v. 
Commissioner of Patents, 252 U. S. 538, 545: 

“Of course, refusal to register a mark does not pre¬ 
vent a former user from continuing its use, but it 
deprives him of the benefits of the statute, a^d this 
shovld not he done if it com he avoided hy fair, even 
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liberal, construction of the act, designed as it is to 
promote the domestic and foreign trade of ov/r coun¬ 
try.” (Emphasis added.) 

Sec. 1 of the 1905 Act says ‘‘that the owner of a trade¬ 
mark • • • may obtain registration for such trade-mark 
by complying with the following requirements.’’ (Here 
follows a list of the formal requirements.) 

An examination of Sec. 5 of the 1905 Act, in view of 
Sec. 1, clearly shows that it was the intention of Congress 
to permit registration of all trade-marks subject only to 
certain specific exceptions. These exceptions are types 
of marks (1) the use of which either would be against 
public policy for various reasons, or (2) which members 
of the public have the natural right to use m describing 
some characteristic of the goods. 

As examples of the first type referred to, the Act ex¬ 
cludes those marks which are immoral or scandalous, or 
which simulate the fiags or insignia of nations or public 
institutions. As examples of the second type of mark. 
Congress excludes those marks which are descriptive of 
the goods or which could be used to indicate the place 
where the goods were made. 

The plain intent of Congress was not to deny registration 
of any mark unless the use of it as a trade-mark would not 
be sanctioned at common law. In other words, the excep¬ 
tions listed by Congress are marks which inherently are 
not good trade-marks at common law. It follows, there¬ 
fore, that if a mark be denied registration, such rejection 
would naturally be used by a Defendant in a common law 
infringement suit as an argument against the validity of 
the trade-mark. 

Hence, it would seem that, as a matter of plain justice, 
in administering the Act, the Commissioner should give 
due regard to the purposes of the Act and should permit 
registration of a mark unless it clearly appears that the 
mark is of the objectionable type (1) or (2) above referred 
to. 
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Proposition No. 2. 

' Exceptions and provisos of a statutory grant expressed 
' in general terms, require the strictest interpretation, and 
' all doubts should be resolved in favor of the one who quali¬ 
fies under such general grant. 

Sec. 5 of the Act says: 

i “that no mark by which the goods of the owner of 
the mark may be distinguished from other goods of 
' the same class shall be refused registration as a trade- 

I mark on account of the nature of such mark • • • 

provided that no mark which consists • • • merely 
in words or devices which are descriptive of the goods 
with which they are used or of the character or quality 
of such goods or merely a geographical name or term 
• • • shall be registered under the terms of this Act.” 
(Emphasis added.) 

I It is seen that these exceptions are set up in a proviso 
which follows a general enactment to the effect that “no 
mark * * * shall be refused registration as a trade mark 
on account of the nature of such mark.” The law is clear 
that under these circumstances, i,e. where a proviso seeks 
to except something from the general language of a reme¬ 
dial statute, the proviso should be strictly construed and 
that the exceptions must be clearly established. See U. S. 
V. Dickson^ 40 U. S. 141, 15 Peters 14 (Story, J): 

• we are led to the general rule of law which 
has always prevailed, and become consecrated almost 
as a maxim in the interpretation of statutes, that 
where the enacting clause is general in its language 
and objects and a proviso is afterwards introduced, 
that proviso is construed strictly, and takes no case 
out of the enacting clause which does not fall fairly 
within its terms. In short, a proviso carves special 
exceptions only out of the enacting clause; and those 
who set up any such exception, must establish it as 
being witlun the words as well as within the reason 
thereof.” (Emphasis added.) 


We know of no decision which has overrnled TJ. 8. v. 
Dichsonj 40 U. S. 141, supra. The same principle is af¬ 
firmed in TJ. 8. V. Marrowf 266 U. S. 531, where, in pass¬ 
ing upon a similar question, it was held that the purpose 
of a proviso is to except something from the general 
enacting clause of the statute. 

In Rycm v. Carter^ 93 U. S. 78, the Supreme Court lays 
down the rule that, in construing a proviso, that construc¬ 
tion should be adopted which withdraws the least possible 
number of cases from the operation of the statute. Speak¬ 
ing of the words of the proviso, the Court said on page 84: 

“It may be that the words, taken in their u^al 
sense, would exclude the case of Dodier; but if it can 
be gathered, from a view of the whole law, and others 
in pari materia, that they were not used in that sense, 
and if they admit of another meaning in perfect har¬ 
mony with the general scope of the statute, it will be 
adopted as the declaration of the will of Congress. 
Espi^ially is this so when this construction withdraws 
the least number of cases from the operation of the 
statute.” (Emphasis added.) 

The cases are reviewed in Thompson v. United 8tates, 
258 Fed. 196, 201, in which the Court said: 

“A proviso must be construed strictly, and it takes 
no case out of the enacting clause which does not fall 
fairly within its meaning. It carves special excep¬ 
tions only out of the enacting clause, a/kd those who 
set up any such exception must establish it as being 
within the words, as well as unthin the reason, thereof. 
United States v. Dickson, 40 U. S. (15 Pet.) 141, 165, 
10 L. Ed. 689; Dollar Savings Bank v. United States, 
86 U. S. (19 Wall.) 227, 22 L. Ed. 80; Leavenworth, 
etc., R. R. V. United States, 92 U. S. 733, 23 L. Ed. 
634; Schlemmer v. Buffalo, etc., R. R. Co., 205 U. S. 
1, 10, 27 Sup. Ct. 407, 51 L. Ed. 681; Boston Safe 
Deposit Co. V. Hudson, 68 Fed. 758, 15 C. C. A. 651; 
Aaron v. United States, 204 Fed. 943, 123 C. C. A. 
265; Hopkins v. United States, 235 Fed. 95, 148 C. C. 
A. 589; United States v. Kansas City Southern Ry. Co. 
(D. C.) 189 Fed. 471, 476.” (Emphasis added.) 


14 


i Applying these familiar, we might say axiomatic, prin¬ 
ciples, it would certainly seem that unless beyond all 
• reasonable doubt the mark of applicant is shown to be 
descriptive or geographical, it is the duty of the Patent 
, Office to register it. Should there be any lingering doubts, 
I those doubts should be resolved in favor of the applicant. 
See Ex parte Ktdlman, Sals <0 Co., 8 T. M. Rep. 318; also, 
\National Pood Broker*$ Association, 17 T. M. Rep. 409. 

Proposition No. 3. 

I Under the statute, the Conunissioner’s obligation is to 
assist an applicant to obtain a registration, if at all pos¬ 
sible, rather than to concoct a questionable excuse for re¬ 
jecting it. 

Bearing in mind the purposes of the-1905 Act, we sub¬ 
mit that the Examiner, in considering an application for 
registration, should first determine whether the mark 
sought to be registered is a mark which ** serves to dis¬ 
tinguish the goods of the owner from other goods of the 
same class.’* Having answered that question in the af¬ 
firmative, then it is the duty of the Examiner to accept 
ithe mark for registration, unless the mark is shown to be 
^‘descriptive or geographical.” 

From the frequency with which the Patent Office sug¬ 
gests that an application for registration under the 1905 
Act should be converted to an application under the 1920 
Act, it would seem that there has crept into the practice 
the idea that, because the 1920 Act permits the registra¬ 
tion of descriptive words, the Examiner should so inter¬ 
pret the 1905 Act as to resolve aU doubts against the ap¬ 
plicant. We do not say that this is the case, but we do 
say that such tendency, if there be one, is grossly unfair 
to owners of trade-marks. We submit that the 1920 Act 
was never intended to change, and does not change, the 
manner in which Section 5 of the 1905 Act should be in¬ 
terpreted so far as the descriptive or geographical pro- 


15 


viso is concerned. Certainly Congress never intended the 
Act of 1920 to be used as a handy waste-basket for the 
disposal of troublesome cases, or to enable the Commis¬ 
sioner to avoid recanting a prior decision (Vide the Boyle 
case). 

To compel an applicant, under the Act of 1905, to ac¬ 
cept the alternative of a registration under the Act of 
1920, and thus admit that the mark is descriptive or geo¬ 
graphical, is to brand the mark with a stigma from which 
it might never recover. Such a 1920 Act registration fur¬ 
nishes an unscrupulous competitor with a made-to-order 
plausible excuse for imposing upon the public by imitat¬ 
ing a good common law mark which he would not dare 
infringe upon if it had been registered under the Act of 
1905. 

The restrictive and illiberal interpretation which the 
Examiner seems to impose upon the 1905 Act, insofar as 
the descriptive or geographical proviso is concerned, is, 
we believe, in sharp contrast with the predominantly 
sound and equitable treatment accorded to parties involved 
in oppositions or cancellation proceedings. In an inter- 
partes proceeding, the Patent Office tribunal is usually 
concerned only with the question of whether the applica¬ 
tion or registration in issue would take away any rights 
normally possessed by the party seeking to oppose or can¬ 
cel the registration. It seems to us that that is a safe 
and sane way to interpret the Act, and further that the 
same type of consideration should be given to ex parte 
cases. 

In other words, it is our position that the Examiner, in 
determining ex parte whether or not a mark is or is not 
descriptive or geographical, should address himself to 
the question of whether the registration of the mark 
would deprive the public of any privilege which is now 
exercised by the public, or which would normally be exer¬ 
cised by the public, in the absence of the registration. 
Tested by that question, the evidence here compels a deci¬ 
sion in favor of the applicant. 
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Proposition No. 4. 

Any error in judgment resulting in the allowance of a 
registration involves no injury to the public, in view of the 
full opportunity for subsequent opposition or cancellation. 

1 The ultimate interests of both the applicant and the 
public are involved in the allowance or rejection of an 
application for registration of a mark under the Act of 
1905. A mistake in judgment resulting in a refusal to 
register always injures the applicant, and may also dam¬ 
age the public, because of the greater probability of fraud 
and deception. On the other hand, a mistake in judg¬ 
ment due to resolving the doubt in favor of applicant in¬ 
volves no injury to the public, because Sections 6, 7, and 
13 of the 1905 Act provide for the filing of ah opposition, 
the declaration of an interference, and a petition to can¬ 
cel, respectively, by any one claiming to be injured by the 
prospect or existence of a registration, 
i In these respects, the examination of trade marks in¬ 
volves considerations quite different from those in patent 
cases. In patent cases, there are no provisions for oppos¬ 
ing or cancellation. Hence, an over-liberal granting of 
patents might have serious effect upon the rights of the 
public, whereas in trade-mark cases the public has ample 
protection against a too-liberal Patent Office policy, yet in 
patent applications doubts are resolved in favor of the 
applicant. 


Proposition No. 5. 

An administrative ruling, even though long established, 
is not controlling upon a court of justice. 

i In the case at bar, it is natural that the Commissioner 
should seek to justify and follow the decision of his pre¬ 
decessor in the case of Ex Parte A, S. Boyle Co., 125 Ms. 
Dec. 282 (Jan. 12, 1918), 8 T. M. Rep. 230, in which case 
the mark “Old English” was held unregistrable for floor 
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wax under the Act of 1905 because of its alleged geo¬ 
graphical character, which decision the Examiner of' 
Trade-Marks has, of course, followed ever since the Com¬ 
missioner’s decision, twenty-five years ago. 

So far as we know, the registrability of the mark ‘‘Old 
English” has never been passed upon by any Court of Jus¬ 
tice, and hence the only reported decision against the reg¬ 
istrability of “Old English” is the above-mentioned Bo^le 
case, 8 T. M. Rep. 230, the Commissioner’s own decision. 
It is true that the Examiner of Trade-Marks has compelled 
applicants to register their “Old English” marks under the 
1920 Act,* which has the effect of an admission that the 
mark is descriptive or geographical, but the fact that these 
applicants, in the face of the Boyle decision, did not feel 
justified in appealing from the Examiner of Trade-Marks,' 
is of no legal force so far as this Applicant is concerned. 
The fact that such applicants were satisfied to obtain a 
registration under the 1920 Act is no reason why this Ap¬ 
plicant should be required to accept a registration under 
the 1920 Act and thereby admit that the mark “Old Eng¬ 
lish” is inherently a bad technical trade-mark at common 
law.* 

In U. S. V. Dickson, 40 U. S. 141, it appeared that the 
Treasury Department had adopted an interpretation of a 
statute and had followed such interpretation for a period 
of twenty-three years before a case involving such interpre¬ 
tation finally reached the Supreme Court. At page 161 
the Court said: 

“The construction so given by the treasury depart¬ 
ment to any law affecting its arrangemejnts and con¬ 
cerns is certainly entitled to great respect!. Still, how¬ 
ever, if it is not in conformity to the tru^ intendment 
and provisions of the law, it cannot be permitted to con¬ 
clude the judgment of a court of justice | * * *, it is 
not to be forgotten that ours is a governi^ent of laws 
and not of men; and that the judicial department has 

* The 1920 ACT permits registration of those marks which are not regis- 
Jtrable under the 1905 ACT because they are descriptive or geographical. 
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I imposed upon it, by the constitution, the solemn duty 
to interpret the laws, in the last resort; and however 
disagreeable that duty may be, in cases where its own 
judgment shall differ from that of other high func¬ 
tionaries, it is not at liberty to surrender, or to waive it. 
I ‘‘The present question, then, must be decided upon 
the same principles by which we ascertain the inter¬ 
pretation of all other laws; by the intention of the 
legislature as it is to be deduced from the language 
i and the apparent object of the enactment.’’ 

I Therefore, we say that, under the principle laid down by 
Judge Story in the last-mentioned case, this Court is jus¬ 
tified in examining de novo the question of whether or not 
the mark “Old English” as used by Applicant on cheese is 
or is not a good trade-mark at common law and whether or 
not the Commissioner has clearly established the fact that 
the mark is descriptive or geographical. 

' Furthermore, the case at bar is readily distinguishable 
from the Boyle case because here we have a disclaimer of 
the word “English” when used alone (App. 41). In the 
Boyle case, there was no such disclaimer. 

Proposition No. 6 

The mark “Old English” is neither descriptive nor geo¬ 
graphical. 

i We submit that the persistence, in repeatedly refusing 
the application for registration in this case, is equalled only 
by the ingenuity employed in assigning different reasons 
for rejection. In the old Boyle case^ 8 T. M. Rep. 230, the 
Commissioner held that the word “OLD ENGLISH” was 
geographical. 

(a) Notwithstanding the disclaimer in this case, the Ex¬ 
aminer of Trade-Marks rejected (App. 49) the mark “OLD 
ENGLISH” on the ground that it was “geographical or 
geographically descriptive” (a phrase not found in the 
statute). 
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(b) The Assistant Commissioner of Patents afl5.rmed the 
refusal, but for a different reason. The Commissioner said 
(App. 50): 

“The word ‘English’ has a descriptive significance, 
and the word ‘Old’ is purely descriptive.” 

(c) In the Answer filed in this case, the attorney for the 
Commissioner takes still another view of the case. He says 
(App. 5): 

“The mark for which Plaintiff seeks registration is 
merely geographical or is geographically descriptive.” 

(d) At the trial of the case. Plaintiff’s counsel tried his 
best to obtain from the Commissioner’s attorney a clear 
statement as to why the mark was thought to be unregis- 
trable (See App. 15 and 16). Finally, on page 16, Mr. 
Whitehead said for the Commissioner: 

“It is descriptive because it is a geographical word, 
and any geographical word is descriptive in one sense 
of the word. I do not think the mark describes the 
characteristics of the thing, in what kind: that it is a 
sharp cheese, for example, describing it as sharp. I 
am not talking about it in that sense of the word.” 

(e) From the trial Court’s opinion, it would seem that 
the only or principal factual basis for the decision is con¬ 
tained in the last sentence, where Mr. Justice iBailey says: 

i 

“The cheese made by the Applicant, -v^hich it sells 
under this mark, is what is known as cheddar cheese, 
the making of which originated in England, and it 
would seem that the meaning which the words ‘Old 
English’ would produce on a buyer would be that at 

• least it represented cheese made in the pld English 

manner.” I 

I 

These various grounds (a, b, c, d, and e) assigned for re¬ 
fusing registration strongly indicate much unbertainty as 
to whether any of these tribunals have made a correct de¬ 
cision. 
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■ The Courtis decision is based upon a factual theory which, 
we submit, is diametrically opposed to the evidence in this 
case. Even Mr. Whitehead, in open Court, did not contend 
that the mark was descriptive of the process or manner in 
which the cheese was made. He knew that the mark did not 
describe any such process or manner of manufacture. He 
knew that the evidence was to the contrary. 

For example, Dr. Eiggs was asked the question (App. 13): 

‘*Q. Does it (the trade-mark ‘Old English’) indicate 
I that it is made by some English process?” 

This question was finally answered on page 14, when the 
witness said: 

“A. No, because I do not know of any process known 
as an English process.” 

The witness, Mulligan (App. 19) was asked the question: 

“Q. Does it (the mark ‘Old English’) convey to you 
the idea that it is made by some old English process or 
English process? 

“A. No, sir, I wouldn’t say that it does. 

“Q. Well, does it convey to you the idea that it is 
made by the Kraft Cheese Company? 

“A. Mainly, that’s the thing; it is a Kraft product. 

“By the Court: 

“Q. Does it convey to you the idea that it is similar 
i to cheese that formerly was made in England? 

“A. No, sir. It is strictly a trade label to me.” 

Mr. Snyder (App. 28) testified as follows: 

“Q. Now, is there any variety of cheese known as 
‘English’ cheese? 

“A. There is not any such variety to my knowledge, 
and I am sure I would be acquainted with it if there 
was.” 

Furthermore, the Government Bulletin (App. 45 and 46) 
which lists the sixteen varieties of cheese known in this 
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country, contains no reference to any cheese known as 
“English cheeseor to any process known as an “English 
process.” Nor can we see why any significance should be at¬ 
tached to the fact, as pointed out by the trial Court, that 
ordinary American or cheddar cheese is made by the Ched¬ 
dar process, and that this type of cheese wasj traditionally 
first made at the town of Cheddar in England. 

It is true that this “Old English’’ cheese, in common 
with all American type cheese, is made by a process which 
is called “the cheddar process.” At this time, the word 
“cheddar” has no geographical significance whatsoever as 
to the origin of the cheese. When the word “cheddar” is 
used in connection with cheese, it means that it is made by 
a certain process. Nobody thinks that it is made in Eng¬ 
land. See Dr. Riggs’ testimony (App. 17): 

“A. The name ‘cheddar’, I believe, came from the 
village of Cheddar where this cheese is supposed to 
have been first made. There has been, however, a shift 
in the meaning as time has gone on, and tlie cheddaring 
cheese mecms cheese which is cheddared or cut into 
slabs and piled up.” 

We fail to see any legal difference between Plaintiff’s 
use of the mark “Old English” on cheese made by the 
cheddar process as compared with cheese made by the 
Swiss, Camembert, or any of the other fifteen types or 
processes mentioned in the Government Bulletin (App. 
45-46). 

Appellant is not seeking registration of the word “ched¬ 
dar.” ' It is not seeking registration of the word “English” 
apart from the complete trade-mark shown. The mark 
“Old English” used by the Plaintiff does not describe the 
process by which the cheese is made, nor does the use of it 
indicate that the cheese is made in England or in any other 
locality. Hence, the Mark as a whole is not Descriptive, 
Nor is It Geographical 

As we have said, in order to defeat the application for 
registration, the Commissioner should be required affirma- 
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lively to establish the fact that the mark as a whole is 

(1) “descriptive of the goods with which it is used’^ or 

(2) “descriptive of the character or quality of the goods/’ 
or (3) “merely a geographical name or term.” 

i The Commissioner has made no attempt affirmatively to 
show that the mark “Old English” falls in any one of those 
three categories. In his answer to the Complaint, he says 
that the mark “is merely geographical or is geographically 
descriptive”, and in his answer he also refers to the Exam¬ 
iner’s statement and to the decision of the Commissioner, 
but no proofs have been introduced in support of any 
ground of rejection. 

Per contra, the Plaintiff-Appellant has introduced proofs, 
which are not controverted by any evidence to the contrary, 
to the effect that the mark “Old English” does not fall 
within any one of the aforesaid three categories. 

We submit that the usual proper way to determine the . 
meaning of a term is to consult the dictionary. By refer¬ 
ence to page 815 of the Funk & Wagnalls’ New Standard 
Dictionary of the English language, 1929 Edition, Plaintiff’s 
Exhibit 15 (App. 44) it is seen that the words “Old Eng¬ 
lish” are referred to three times as follows: 

“In this sense, there are four periods of the history 
of the English language: 

“(a) The period from the earliest Teutonic speech 
in England, A. D. 450 to A. D. 1150, the Anglo-Saxon 
period, lately often called Old English. 

• •*•••••• 

“(c) the period from 1350 to 1485, the Chaucer pe¬ 
riod, the Old English of literature, now often called 
mid^e English. 

• •••••••• 

“A type-face resembling German text: more com¬ 
monly called Old English.” 

Thus it appears that, according to the Dictionary, the 
term “Old English” is used to identify particular periods 
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of early or Medieval history of England and that the term 
is also used to describe or identify a style of type. The 
statute, however, does not prohibit the registration of words 
of historical significance, nor does it prohibit registration 
of words having only a typographical significance. The 
plaintiff’s mark is used on cheese, not on ^l)e or printed 
matter. 

Hence, we submit that the dictionary definition utterly 
fails to support any contention that “Old English” is either 
(1) descriptive of the goods (cheese), or (2) descriptive of 
the character or quality of the goods (cheese), or (3) con¬ 
sists merely of a geographical name or term. 

Furthermore, although the burden of proof to show af¬ 
firmatively that the mark is descriptive or geographical 
should be imposed upon the Commissioner, the Plaintiff- 
Appellant as we have seen, has offered evidence which, we 
submit, fully refutes even the unsupported suggestions or 
contentions of the Commissioner. For example, as to the 
descriptive phase of the case. Plaintiff-Appellant has shown 
that there is no type of cheese known as “English cheese” 
or “Old English cheese”, nor is there any cheese-making 
process known as “The English Process” or “The Old 
English Process.” 

Nor is there any geographical significance to be at¬ 
tributed to “Old English.” “Old English” cheese is a 
brand of Plaintiff’s cheese which has always been made in 
the United States. Nor does any purchaser of Plaintiff- 
Appellant’s “Old English” cheese expect to get or obtain 
cheese of foreign manufacture when he buys it from Plain¬ 
tiff or Plaintiff’s distributors. 

Nor has the Commissioner attempted to show that the 
mark tends to mislead the public into the belief that the 
cheese is made in England or of foreign manufacture. In 
order to anticipate any such possible contention. Plaintiff 
has shown that, although many millions of pounds of cheese 
have been marketed under the brand “Old English” dur¬ 
ing- the past twenty-eight years, no governmental or other 
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1 regulatory body has ever charged Plaintiff with misleading 
I the public as to the place of manufacture of “Old English” 
! cheese. Plaintiff has never been accused of misbranding 
its “Old English” cheese (App. 25 to 26). 

Proposition No. 7 

There is no anthority in the sta4^te for rejecting a mark 
i on the ground that it is ^‘geographically descriptive”. 

Sec. 5 of the Statute lists a number of different kinds of 
marks which are exceptions to the general language of the 
I Act, which says in Sec. 1 that the owner of a mark is en¬ 
titled to register it. Some of these exceptions are listed 
under sub-paragraphs which refer respectively to (a) im¬ 
moral or scandalous marks, and (b) to flag or coat of arms 
i marks. Then other exceptions are listed, for some reason, 
I in provisos. The first of these provisos refers to marks 
I which are identical with other marks, and the next proviso, 
or the one in which we are particularly interested, says, in 
effect, that no mark shall be registered which consists 
I merely in the name of an individual, etc. or merely in words 
which are descriptive of the goods or character or quality 
thereof, or merely a geographical name or term. 

I It will be observed that the words “geographically de¬ 
scriptive” are not contained in the statute, and we submit 
that the Commissioner is without authority to import into 
the statute what, in effect, is an additional exception. The 
laction of the Commissioner seems not to differ from a case 
where a rancher told his boy that he could ride all of the 
horses except the blacks or the whites, and then thrashed 
the lad when he found him riding a gray horse. 

We submit that the only questions involved in this case 
are: 

(1) Has the Commissioner shown T^th a reasonable de¬ 
gree of certainty that Applicant’s mark consists merely in 
words which are descriptive of the goods or of their char¬ 
acter or quality? 
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(2) Has the Commissioner shown with a reasonable de¬ 
gree of certainty that Applicant’s mark consists of ‘‘merely 
a geographical name or term!” 

We submit further that these questions cannot be mixed 
up. They are independent questions. They must be sep¬ 
arately determined. If question No. 1 is answered in the 
negative, it is the end of that question. And then we come 
to the second or geographical question. If that question is 
also answered in the negative, the Commissioner should 
register the mark. He cannot defeat registration by con¬ 
cocting another exception, i.e. “geographically descriptive” 
marks. 

Proposition No. 8 

Under the authorities, ^‘Old English” is a good common 
law trade-mark for cheese, and is subject to registration un¬ 
der the Act of 1905. 

The contention of the Examiner that the mark “Old Eng¬ 
lish” is in effect not a good technical trade-mark because it 
is descriptive or geographical or subject to his newly in¬ 
vented expression “geographically descriptive” is supported 
we submit, only by the Commissioner’s predecessor’s deci¬ 
sion in the Boyle case, 8 T. M. Rep. 230, which, as we have 
seen, must give way if contrary to the opinion of this Court. 
See XJ. S. V. Dickson, 40 U. S. 141. 

As to the Boyle case, we submit that the principle of that 
case has been virtually overruled by the Commissioner him¬ 
self in the EARLY AMERICAN^^ Case, reported as Illi- 
nois Watch Ca>se Company v. Shulton, Inc., 40 U. S. P. Q. 
560. In this case the Illinois Watch Case Company was 
seeking to prevent the registration of the mark “EARLY 
AMERICAN” (“AMERICAN” disclaimed) in view of the 
“ELGIN AMERICAN” mark of the Opposer. Ultimately 
the Court of Appeals, 111 Fed. (2d) 298, held that the op¬ 
position should be sustained in view of the close similarity 
of the two marks. However, the mark “EARLY AMER- 
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ICAN’’ was held to be not geographical. In this connection, 
the Assistant Commissioner said: 

I n m m m expression ‘Early American,’ it seems 

to me, would be understood immediately and commonly 
to refer to the early Colonial times in American his¬ 
tory. I do not beUeve it likely that the expression 
‘Early American’ would be considered as designating 
or even suggesting any present geographical locality, 
or any company whose name appears in the record.” 

If there be any distinction between a case involving the 
registrability of the mark “EAELY AMERICAN”, and a 
case involving the registrability of the mark “OLD ENG¬ 
LISH”, we fail to see it. 

In combing the authorities, we have been unable to find 
any reported case in the District Courts of the United 
States^ or in the ten Circuit Courts of Appeal, which sup- 
' ports the Examiner’s view. On the contrary, there are a 
number of cases dealing with similar marks which have 
been held to be good technical common law trade-marks, 
and which were definitely held to be neither descriptive nor 
geographical. 

“OLD SOUTH” 

i In Southeastern Brevnng Co. v. Blackwell, 80 Fed. (2d) 
.607, 609 (C. C. A. 4) the trade-mark “OLD SOUTH” for 
I beer was held to qualify as a good technical trade-mark, the 
Court saying: 

1 “As to the first question, the judge below reached the 
conclusion that the words ‘Old South’ or ‘Old South 
Brew’, taken together, do not constitute a term that 
is geographical or descriptive in its meaning, but 
rather indicate a regime or period in history, an^ that 
1 therefore the term is capable of appropriation as a 
\ trade-mark. In this conclusion we agree.” 

In his decision, the Court was not influenced by any sug- 
igestion of secondary significance developed by long con- 
I tinned use. On the contrary, the use of the mark by the 
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registrant was so recent and so involved in controversy, 
that one of the judges dissented on the ground that the 
evidence failed to show first use of the mark. 

It is interesting to note that, following the ^‘OLD 
SOUTH’’ decision, the Patent Office has issued registra¬ 
tions of the trade-mark “OLD SOUTH,” see Plaintiff’s 
Exhibits 17 and 18 (App. 47, 48). 

THE “OLD GERMAN” CASE 

In Gerhard Lang Brewery v. Phoenix Brewery Corpora¬ 
tion, 29 T. M. Rep. 439, 444, the Supreme Court of New 
York, on April 6, 1939, held that the phrase “OLD GER¬ 
MAN” was not descriptive or geographical: 

find that the words *01d German’ are not *geo- 
graphical’ or 'descriptive’ in the sense that they pre¬ 
clude appropriation as a trade-name.” 

On page 445, the Court said; 

“ * • • that there is nothing descriptive or generic 
in the words 'Old German’, even though plaintiff, in 
Exhibit II, characterized its 'Old German’ as ‘some¬ 
what heavier, a little more hoppy and suggesting 
strongly the beer of many of the well known old brew¬ 
eries of the fatherland.’ The fact that the quoted 
words in an advertisement are descriptive does not in¬ 
dicate that the words ‘Old German’ are themselves de¬ 
scriptive. Those words do not suggest the location of 
the Lang Brewery in this country or in Germany, nor 
that the plaintiff’s beer resembles that made in any 
part of Germany; nor do they indicate that 'Lang’s 
Old German’ beer is made according to any specific 
formula or that it has any particular characteristic or 
quality; nor (in contradistinction to the words 
'Shredded Wheat’) do the words 'Old German’ sug¬ 
gest any manufacturing process.” 

Likewise, to paraphrase the “Old German” case, in the 
case at bar, (a) Those words (“OLD ENGLISH”) do not 
suggest the location of the Kraft Cheese factory in this 
country or in England, nor (b) that the applicant’s cheese 


resembles that made in any part of England, nor (c) do 
they indicate that “Kraft’s Old English” cheese is made 
according to any specific formula or that it has any partic¬ 
ular characteristic or quality, nor (d) (in contradistinction 
to the words “Shredded "V^eat”) do the words “Old 
English” suggest any manufacturing process. 

To summarize the effect of the above decisions, we sub¬ 
mit that the Commissioner’s prior decision in the Boyle 
case is no longer controlling and should be overruled by 
the later decisions of our Courts of Justice in the “Old 
South” cases, the “Old German” cases, and last, but not 
least, the “Early American” case, the Commissioner’s own 
decision. 

In its opinion, the trial Court refers to the case of Ken^ 
tucky Distilleries and Warehouse Company v. Old Lexing¬ 
ton Clul) Distilling Company y 31 App. D. C. 323,1908 C. D. 
417, decided by this Court on April 7, 1908. 

In that case, this Court said that the mark “Lexington 
Club” was not registrable under the 1905 Act as a trade¬ 
mark for whiskey, because the word “Club” had been used 
by some fifty-six different distillers as indicative of quality. 
Hence, the word “Club” alone was descriptive (of quality). 
The Court also said that the word “Lexington” was geo¬ 
graphical (which, of course, it was), the Appellee in the 
case having its distillery located in Lexington, Kentucky. 

Under the facts of the case, the Court, no doubt, was jus¬ 
tified in holding that, when the two words “Lexington” 
and “Club” were combined to form a composite mark, the 
word “Lexington”, as used in the composite mark, still re¬ 
tained its geographical significance, and the word “Club”, 
as used in the composite mark, still retained its descriptive 
significance. Even when considered as an entirety, the 
mark “Lexington Club”, when applied to whiskey meant, 
whiskey of a high quality made at Lexington. 

In other words, no change in the geographical significance 
of the word “Lexington”, and no change in the descriptive 
significance of the word “Club”, was effected when the two 



words were combined into a single composite mark. And 
that, we submit, is the real reason why this Court of Ap¬ 
peals denied registration of Lexington Club^’ as a trade¬ 
mark for whiskey. 

In a case some months later, Meyer Brothers Coffee S 
Spice Company, 32 App. D. C. 277,140 0. G. 756, this Court 
held that the mark “America’s Strength” was not regis¬ 
trable as a trade-mark for coffee, in view of ithe fact that 
the word “Strength” as used on coffee would be descrip¬ 
tive of quality and that the mark “America” was geograph¬ 
ical. The Court denied registrability on the theory that: 

“A registrable mark cannot be made by combining 
two non-registrable words.” 

citing the **Lexington Club” case, 31 App. D. C. 323, just 
referred to. 

It is our view that, in rendering these decisions in the 
year 1908, only about three years after the 1905 Act had 
come into being, this Court did not intend to enunciate a 
rule of law contrary to the express wording of the statute, 
nor did it intend to make for itself a straight jacket for de¬ 
priving itself of discretion in deciding factually different 
cases. Nor did it intend to adopt so rigid a formula for 
construing the Act of 1905 that trade-mark owners would 
be deprived of the benefits which the Act was intended to 
confer upon them. 

We think that, if this Court of Appeals had had a later 
opportunity to consider a similar type of case involving 
different facts, it might have found occasion to modify the 
apparent rigidity of this formula, by revising it as follows: 

“A registrable mark cannot be made by combining 
two non-registrable words to form a composite marh 
in which each word retains the same descriptive or geo¬ 
graphical mea/ning which it has when considered sep¬ 
arately/^ 

Such a formula satisfies all the requirements of the “Lex¬ 
ington Club” and possibly “America’s Strength” case, and 
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would seem to accord with the language of Section 5 of the 
Act of 1905, which was intended to permit the registration 
of all good technical, common-law trade-marks. That re¬ 
vised formula does not deny registration of the mark “Old 
English” as a trade-mark for cheese, in view of the evi¬ 
dence produced in this case, because, in the composite mark 
“Old English,” the word “Old” does not have any de¬ 
scriptive significance as applied to cheese, nor does the mark 
VEnglish” have any geographical significance as pointing 
to the place of manufacture. The combining of the two 
words into a composite mark has destroyed whatever de¬ 
scriptive or geographical significance may have been orig¬ 
inally possessed by the component parts of the mark, and 
it has created a totally new meaning for the composite mark, 
i.e. a meaning suggestive of a medieval period in English 
history, or a kind of lettering such as was used in that 
period. That new meaning is not a descriptive meaning, 
nor is it a geographical meaning, as applied to cheese. 

In any event, it is our view that the Beckwith case, 252 
tr. S. 538 (decided on April 19, 1920), unmistakably re¬ 
jects the proposition that an application for registration 
under the 1905 Act should be denied merely because a part 
of the mark is not registrable of and by itself. 

' We submit also that this Beckwith case, when properly 
construed, also rejects the idea that the statute does not 
permit the registration of a composite mark a part of which 
is descriptive and another part of which is geographical. 
The Beckwith case further, we believe, unmistakably pro¬ 
hibits the dissection of a trade-mark into its component 
parts for the purpose of determining whether the mark, 
as a whole, is or is not registrable. 

In the Beckwith case, the precise question involved was 
whether the Commissioner was justified in requiring the 
Applicant to delete or eradicate, from the application 
drawing, the descriptive words “Moistair Heating Sys¬ 
tem.” This Court, in 48 App. D. C. 110, 18 C. D. 179, had 
most emphatically held that the Commissioner was correct 
in requiring that the words should be deleted. 



In reversing the case, the Supreme Court said (p. 544): 

<<But the application was not to register these de¬ 
scriptive wor^ Merely* alone and apart from the mark 
shown in the drawing, but in a described maimer of 
association with other words, ‘Round Oak,^ which are 
not descriptive of any quality of applicant’s heating 
system, and as a definitely positioned part of an entirely 
fanciful and arbitrary design or seal, to which the Com¬ 
missioner found the applicant had the exclusive right. 

Since the proviso prohibits the registration not of 
merely descriptive words but of a trade-mark ‘which 
consists . . . merely’ of such words^the distinction 
is substantial and plain—^we think it sufficiently clear 
that such a composite mark as we have here does not 
fall within its terms. In this connection it must be 
noted that the requirement of the statute thiEit no trade¬ 
mark shall be refused registration, except in desig¬ 
nated cases, is just as imperative as the prohibition of 
the proviso against registration in cases specified.” 

(p. 545): 

• •••••••• 

‘‘The commercial impression of a trade-mark is de¬ 
rived from it as a whole, not from its elements sep^ 
arated and considered in detail For this reason it 
should be considered in its entirety (Johnson v. 
Brandau, supra) and to strike out any considerable 
part of it, certainly any conspicuous part of it, would 
be to greatly affect its value.” 

Therefore, we submit to Your Honors that, in the case at 
bar, the trade-mark shown in the drawing should be “con¬ 
sidered in its entirety” and further that the Commissioner 
may not synthetically reject the mark in a piecemeal man¬ 
ner. He may not dissect Appellant’s mark into the words 
“English” and “Old”, and then determine separately 
whether each dissociated element is or is not within the 
terms of any proviso of the Act. 

We submit that, in this case, the duties of the Commis¬ 
sioner would be fully performed if he addressed to himself 
the following questions: 
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1. Considered in its entirety, is the mark descrip¬ 
tive? 

' 2. Considered in its entirety, is the mark geograph¬ 

ical? 

If the answer to both questions is “no”, we submit that the 
mark is registrable. In fact the Supreme Court of the 
United States so ruled in the case of HamiltorirBrown Shoe 
Company \:The Wolf Brothers S Company, 240 U. S. 251, 
in holding “The American GirU’ to be neither geographical 
nor descriptive as applied to shoes. 

Proposition No. 9 

Appellant should be commended rather than criticized 
for voluntarily disclaiming “English” apart from the mark 
shown. 

The application for registration contains the following 
statements (App. 40, 41): 

' “The trade-mark is printed or written in a style of 
type commonly referred to as ‘Old English’ because it 
simulates the style of lettering in common use in the 
‘Old English’ period of English history, i.e. the period 
from 450 A. D. to 1150 A. D. 

• •••••••• 

' No claim is made to the exclusive use of the word 
' ‘English’ apart from the mark shown in the drawing.” 

' The filing of the disclaimer was a voluntary act on the 
part of the Applicant. It is easy to see the reason for the 
filing of the disclaimer. In the old Boyle case, 8 T. M. Eep. 
230, there was no disclaimer of the word “English”, and 
the Commissioner rejected the mark, whereas, in the recent 
**Early American” case, 40 U. S. P. Q. 560, the Commis¬ 
sioner held that the mark “Early American” (“American” 
disclaimed) was registrable. 

Under the circumstances, it was perfectly natural for the 
Applicant to assume that, if the word “English” were dis- 
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claimed, its mark ‘‘Old English’^ should be held registrable. 

The Commissioner, anc^ perhaps the lower Court also, 
has used this voluntary disclaimer as an excuse for dissect¬ 
ing the mark into its component parts for the purpose of 
piecemeal rejection. We submit that any such process of 
synthetic rejection is unfair to Applicant and that, in view 
of the Supreme Court’s opinion in the Beckwith case, 252 
U. S. 538, the Applicant should have been commended 
rather than criticized for filing this disclaimer. In this 
Bechwith case, the Supreme Court said (page 545): 

“While there is no specific provision for disclaimers 
^ in the Trade-Mark Statute, the practice of using them 
is commended'to our judgment by the statement of the 
Commissioner of Patents that, so far as known, no 
harm came to the public from the practwe of distin¬ 
guishing, unthout deleting, non-registrdble matter in 
the drawing of the mark as registered, when a state¬ 
ment, forming a part of the record, was required that 
the applicant was not making claim to an exclusive 
appropriation of such matter except in the precise re¬ 
lation and association in which it appeared in the 
drawing and description.” 

Therefore, in the Beckwith case, the Court expressly ap¬ 
proves the filing of such a disclaimer. In fact, in its de¬ 
cision, it held (p. 547) that the requirements of the Act 
would be fully complied with, upon the filing by the Appli¬ 
cant of a declaration 

“that no claim is made to the right to the exclusive 
use of the descriptive words except in the setting and 
relation in which they appear in the drawing, descrip¬ 
tion and samples of the trade-mark filed with the 
application.” 

The most that can be said about the disclaimer, is that 
Applicant has recognized for the purpose of the Act, that 
the word “English”, standing alone, is geographical. But 
that alone is of no effect. The Commissioner, to defeat the 
registration, would have to construe the statute as saying 
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that the proviso included any mark which ^*contams a geo¬ 
graphical name or term.’^ No such language, ;of course, is 
used in the proviso. The proviso says that no mark shall 
be registered which consists of “merely a geographical 
name or term.’* 

We submit that no one can contend, and we do not believe 
the Commissioner will contend, that the phrase “Old Eng¬ 
lish” is “merely a geographical term”. The language of 
the proviso cannot be distorted to include Applicant’s com¬ 
posite mark. 

CONCLUSION. 

To summarize, we submit: 


I.. (It)..That the evidence shows that the composite mark 
.^/■01<?,&glish” serves to distinguish Appellant’s cheese 
frohi^at of other manufacturers, and therefore is a good 
law trade-mark. Whatever descriptive or geo- 
'wgrafebical significance may have been possessed by the 
'^$^rate word “old”, or by the separate word “English”, 
'as applied to cheese, was destroyed when the separate 
words were united to form a new combination. 


(2) That the composite mark qualifies for registration 
under the general language of section 5, of the 1905 Act, 
and it is not disqualified by any of the provisos or excep¬ 
tions contained in said section. 

i (3) That the decree of the District court should be re- 
i versed, and that the trial court should be directed to award 
to the Plaintiff-Appellant the relief prayed for in the 
complaint. 

Respectfully submitted. 


Cyeil a. Soans, 

Chicago, Ulinois, 

Thomas L. Mead, Je., 
Washington, D. C., 

Attorneys for Plaintiff-Appellant. 


April 17, 1944. 
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In the United States Court of Appeals for the 
District of Columbia 

Appeal No. 8717 | 

Krapt Cheese Compant, appella^ 

V. 

Conway P. Coe, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OP 
THE UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COHMISSIOIIER OF PATENTS 

This is an appeal from the Judgment (11)' of the 
District Court of the United States for the District of 
Columbia dismissing the Complaint brought by appel¬ 
lant, Kraft Cheese Company, in which it was sought 
to have the Court adjudicate that plaintiff is entitled 

s 

to registration, under the provisions of Section 5 of 
the Trade-Mark Act of February 20, 1905 (U. S. C., 
title 15, sec. 85), of a trade-mark consisting of the 
words ‘‘Old English’’ written in type known as “Old 
English,” with a disclaimer reading as follows: 

No claim is made to the exclusive use of the 
word “English” apart from the mark shown 
in the drawing. 

^The numbers in parentheses throughout this brief refer to 
pages of appellant’s appendix. 
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originated in England, and it would seem that 
the meaning which the words “Old English” 
would produce on a buyer would be that at least 
it represented cheese made in the Old English 
manner. 

The Court also made the following findings (38): 

4. The word “English” is geographical and 
the word “Old” is descriptive. 

5. The meaning that the words “Old Eng¬ 
lish” would produce on a purchaser of a pack¬ 
age of cheese bearing those words, would be 
that, at least it indicated cheese made in the 
old English manner. 

STTWriffABY OF ABGUUFNT 

1. The intent of the provisions of Section 5 of the 
Trade-Mark Act of 1905 is to exclude from registra¬ 
tion marks of which it is not possible for the user 
thereof to acquire the exclusive right. 

2. There is no burden on the Commissioner of 
Patents, in a suit under Section 4915 R. S., to “prove” 
that his holding that a mark is not registrable, was 
correct. 

3. The mark involved in the present suit was prop¬ 
erly refused registration. 

ARGUMENT 

Section 5 of the Trade-Mark Act provides that, 
subject to certain exceptions no mark by which the 
goods of the owner of the mark may be distinguished 
from other goods of the same class shall be refused 
registration. 

5882C4—44-2 
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The exceptions are set out, first in two classes (a) 
and (b) which are as follows: (a) Consists of or com¬ 
prises immoral or scandalous matter, (b) consists of 
or comprises the fiag or coat of arms or other insig¬ 
nia of the United States or any simulation thereof, or 
of any State or municipality or of any foreign nation: 
second, in certain provisions of which the third, the 
one with which we are concerned here, reads in part as 
follows: 

Provided, That no mark which consists merely 
in * * * or merely in words or devices 
which are descriptive of the goods with which 
they are used, or of the character or quality of 
such goods, or merely a geographical name or 
term, shall be registered under the terms of 
this Act; * * * 

It is obvious that it was intended to exclude from 
registration marks which by reason of their nature 
were such that a user could not have a right to the 
exclusive use thereof. 

This Court, in Kentucky Distilleries <Sc Warehouse 
Company v. Old Lexington Cluh Distilling Company, 
31 App. D. C. 223,1908 C. D. 417, held that, as applied 
to whisky, a mark consisting of the words “Old Lex¬ 
ington Club’^ was not registrable. In its opinion the 
Court pointed out that the word “Club’’ was descrip¬ 
tive as applied to whisky and that the word “Lexing¬ 
ton” was geographical. 

Again, in In re Meyer Brothers Coffee and Spice 
Company, 32 App. D. C. 277,1909 C. D. 312, the court 
ruled that a registrable mark could not be made by 
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combining two words, each of which is unregistrable, 
and therefore a mark consisting of the words ‘^Ameri¬ 
ca’s Strength” was not registrable as a trade mark 
for coffee. 

Counsel for the appellant admits that the word 
“English” is geographical and a disclaimer of the right 
to the exclusive use of that word, except in the form of 
the mark as shown, has been made, but contends that 
since plaintiff has presented testimony to show that the 
words “Old English,” as applied to cheese, are not 
geographical, the burden is on the Commissioner of 
Patents to establish the contrary. 

It is submitted that this contention is not well 
founded. 

The statute forbids the registration of marks which 

cpnsist merely in words or devices which are descrip- 
« 

tive of the goods, or consist merely in a geographical 
name or term and the Commissioner of Patents has 
done his duty when he, taking into account the normal 
meaning of such words, makes his conclusion as to the 
registrability of the mark. There is nothing in the 
statutes which requires him to produce evidence to 
sustain his conclusion. 

Moreover, the Court has repeatedly ruled that on an 
appeal in a suit brought under the provisions of Section 
4915 R. S., which this is, the burden is on the plaintiff 
to show that the findings made by the District Court 
are not supported by the evidence in the case. That 
is to say, the burden is on the plaintiff to present 
evidence at the trial in the District Court and, if that 
court finds against him, to convince the appellate court 


that such findings are not supported by the evidence 
in the lower court which includes the record of thef 
proceedings in the Patent Office as well as the evidence 
introduced by the plaintiff. 

Appellant argues that the words “Old English 
have a meaning other than geographical since they 
indicate certain periods 'of English history and also 
that any conclusion other than that the appellant’s 
mark is registrable is inconsistent with the ruling of 
the Patent Office in Illinois Watch Case Company v. 
Shvlton, Inc., 40 U. S. P. Q. 560,' in which it was ruled 
that the words “Early American,” American being 
disclaimed, constituted a registrable trade-mark for 
various specified toiletries, such as soaps of various 
kinds, face creams and powders and the like. The 
stated ground of the decision is that “Early Ameri¬ 
can” would be understood as referring to an early 
period of American History. 

But the facts of the two cases are wholly different 
from those of this case and the conclusion that “Early 
American” might have such a connotation to pur¬ 
chasers of toilet articles as to preclude the conclusion 
that it is merely geographical is not necessarily incon¬ 
sistent with a ruling that “Old English,” as applied to 
cheese, falls within the class of marks that are by the 
st^te precluded from registration. 

Reference is also made to two other decisions, one 
of which, Southeastern Brewing Co. v. Blackwell, 80 
F. (2d) 607, is a decision of the Circuit Court of Ap¬ 
peals of the Fourth Circuit in which the words “Old 
South” were held to constit\ite a valid trade-mark 
for beer. 





1 !^ o&sr & >ir deeis^ of: Sdpte^' Cbm; 

New Ycod: in Gennan’Vw^ held a 'valid 

tradenmaik for beer^ ! . 

Ill both of these eas^ the words were held not to be 
geographical or descriptive, the former being said to 
indicate a period of history. Bnt in all oi these cases 
the facts are quite different from those of I the present 
case. I 

I 

It is wen kno-wn that cheese is largety mannfae- 
tured in England and the type of chees^ known as 
Cheddar cheese, which is the type to whi<ih appellaDt 
applies its mark, originated in England. ! The Com¬ 
missioner of Patents pointed out that the word Eng¬ 
lish is clearly geographical and being disclsdmed could 
not be regarded as the dominant features of the mark 
and that the other word “Old’’ is cleariy| descriptive 
and is manifestly incapable of indicating Origin. 

Witnesses on behalf of appellants testi^ed that the 
word “Old” is not descriptive of its cheese and would; 
if it indicated anything, indicate that the cheese was 
not good. But “aged” cheese is well Blown and the 
labels in evidence cany on the 'wrappers below the 
words “Old English” the words “Especially made for 
lovers of sharp, aged cheese.^’ 

It would seem therefore that the word! “Old,” of 
the mark, would indicate to the ordinary person a 
cheese that had been aged. | 

The word “merely^’ as it appears in thd proviso of 
Section 5 of the Trade-Mark Act has given |to both the 
courts and the Patent Office a great dealj of trouble 
as to its proper interpretation. The Supreme Court 
seems to regard it as meaning “only” for in its do- 





rv,. ;>■“ i 




cision in BBckwUh y:' CbmnUsw^r' of Pid^ents,' 252 
IXi S. 538, cited -oil liage 31 of appellant's brie^ tiiat 
Court, with reference to the proviso of Section 5; s^: 

* * * Since the proviso prohibits the r^is- 
tratibn not of merely descriptive words but of a 
trade-mark ‘‘which consists * ♦ * merely” 
(only) of such words—^the .distinction is sub¬ 
stantial and plain—we think it sufficiently 
clear that such a composite mark as we have 
here does not fall within its terms. 

(The word “(only)” was inadvertently omitted 
from the quotation in appellant's brief.) 

The question in the Beckwith case was whether 
descriptive words in a mark which was composed of 
words and a design might be disclaimed instead of 
deleted as required by this court following its ruling 
in Johnson v. Brandcm, 32 App. D. C. 555, but the im¬ 
plication as to the interpretation of the word 
“merely” is obvious. 

But whatever may be the proper interpretation of 
the word “merely” it would be evident to the casual 
buyer that the mark would convey at least the idea 
that the cheese was made in the old English manner, 
as stated in the opinion of the District Court. 

. R is submitted that whether viewed in that manner 
or as viewed by the Assistant Commissioner, who 
stated that the word “English” as applied to cheese 
has a descriptive significance and the word “Old” was 
clearly descriptive or viewed as a combination of a 
geographical word, “English,” and a descriptive 
word, “old,” the mark was properly held non- 
registrable. 
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PLEADINGS, DOCKET ENTRIES AND 
PAPERS DESIGNATED. 

1 Endorsed: Filed Jun 10 1942 

Complaint 

The Parties 

1. Plaintiff is a corporation of Delaware, having an office 
and place of business in Chicago, Illinois. | 

2. Defendant is the United States Commissioner of 
Patents. 
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Jurisdiction 

3. As to Subject Matter, Plaintiff alleges that this is a 
suit nnder United States Code, Title 35, Section 63 (R. S. 
4915), as interpreted by the courts of the United States. 

4. As to Venue, Plaintiff alleges that Defendant is a 
natural person having his official residence in the District 
of Columbia. He is sued in his official capacity as United 
States Commissioner of Patents. 

2 Statement of Claim 

5. For many years and continuously to date. Plaintiff 
(which word as used herein includes Plaintiff^s predeces¬ 
sors) has extensively engaged in the business of preparing, 
putting up, packing and selling food products including 
cheese. 

6. In or about the year 1915 Plaintiff, for the purpose 
of distinguishing its cheese from cheese sold by others, 
adopted as a trade mark the arbitrary and distinctive nota¬ 
tion ‘‘Old English’’ printed or written in a style of type 
commonly referred to as “Old English” because it simulates 
the style of lettering in common use in the “Old English” 
period of English history from 450 A.D. to 1150 A. D., and 
continuously since 1915 Plaintiff has identified its cheese 
by applying said trade mark to its said cheese. Large quan¬ 
tities of Plaintiff’s cheese, bearing and identified by said 
trade mark, were shipped by Plaintiff from one state of the 
United States into other states for sale in such other states 
prior to the application for registration hereinafter de¬ 
scribed. 

7. On or about June 6,1940, Plaintiff filed in the United 
States Patent Office an application for registration of its 
said trade mark, said application being given Serial No. 
'432,724. In said application Plaintiff has made the follow¬ 
ing disclaimer: 

I “No claiin is made to the exclusive use of the word 
‘English’ apart from the mark shown in the drawing.” 
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3 In said application Plaintiff stated: 

“The trade mark is printed or written in a style of type 
commonly referred to as ‘Old English’ because it simulates 
the style of lettering in common use in the ‘Old English’ 
period of English history, i. e., the period from 450 A. D. 
to 1150 A. D,” 

8. All of the requirements of the statutes of the United 
States and all lawful rules of the United States Patent 
Office now in force relating to the filing and prosecution of 
such application for trade mark registration have been 
duly complied with. 

9. Said application for trade mark registration was 
twice and finally refused by the Trade Mark Examiner of 
the United States Patent Office. His rejection was based 
upon the ground that said trade mark is merely geographi¬ 
cal or is geographically descriptive. 

10. From said final refusal, Plaintiff appealed to the 
Commissioner of Patents and, in connection with said ap¬ 
peal, Plaintiff duly complied with all of the requirements 
of the United States statutes and all lawful rules 
of the United States Patent Office then in force relating 
to such appeal. 

11. On April 24,1942, the First Assistant Commissioner 
of Patents affirmed said final adverse decision of the Trade 
Mark Examiner refusing registration under the Act of Feb¬ 
ruary 20,1905, as amended. 

12. Plaintiff believes and alleges the fact to be that its 
said trade mark is neither geographical nor descriptive, 
and does not belong to any class forbidden registration ui;i- 
der the Act of February 20, 1905, as amended, and that 
said trademark is registrable to Plaintiff under the Act 
of February 20, 1905, as amended. 

4 Demand for Judgment 

13. WHEREFORE, Plaintiff demands: 

(a) That it be adjudged and decreed that as applied to 
Plaintiff’s cheese said mark is neither geographical nor 
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descriptive and is eligible for registration under the Act 
of February 20, 1905, as amended, and 
(b) That the Commissioner of Patents be directed to 
pass for publication Plaintiff ^s said application for regis¬ 
tration. 

KRAFT CHEESE COMPANY 
By JOHN H. KRAFT 
Chicago, Illinois Vice President 

June 2,1942. 

THOMAS L. MEAD, JR. 
Attorney for Plamtiff 
I 850 Munsey Building 

Washington, B. C., 

June 10,1942. 

CYRIL A. SCANS 
WILLIAM E. ANDERSON 
135 South La Salle Street 
Chicago, Illinois 

Chicago, Illinois Of Counsel for Plaintiff 

June 2,1942. 

5 Verification 

State of Illinois, County of Cook, ss. 

, John H. Kraft, being duly sworn, deposes and says that 
he is Vice President of KRAFT CHEESE COMPANY, 
Plaintiff herein, that he has read the foregoing Complaint 
and knows the contents thereof, and that the same is true of 
his own knowledge, except as to the matters therein stated 
to be alleged on information and belief, and as to those 
matters he believes it to be true. 

JOHN H. KRAFT 


Subscribed and sworn to before me this 2nd day of June, 
1942. 


(Notarial Seal) 


H. DbCOLA, 
Notary Public. 


i My Commission Expires August 14, 1942. 


> 
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6 Filed Jnl 11942 

Answer to the Complaint 

To the Honorable the Justices of the District Court of the 
United States for the District of Columbia. 

1, 2, 3, 4, 5. Defendant admits the allegations of para¬ 
graphs 1 to 5, inclusive. 

6. He admits that plaintiff filed in the Patent Office, on 
June 6, 1940, an application for registration of the words 
Old English, as a trade-mark for cheese, and in said applica¬ 
tion alleged use of the mark by plaintiff on said goods 
since about 1915. Defendant is otherwise without knowl¬ 
edge or information as to the truth of the allegations of 
paragraph 6. 

7, 8, 9, 10,11. He admits the allegations of paragraphs 

7 to 11, inclusive. 

12. He denies the allegations of paragraph 12. He states 
that the mark for which plaintiff seeks registration is 
7 merely geographical or is geographically descriptive, 
and is therefore not registrable under the Trade- 
Mark Act of February 20, 1905, as will more fully appear 
from the Examiner’s Statement on plaintiff’s appeal to the 
Commissioner and from the decision of the Commissioner, 
copies of which will be furnished at the trial. 

W. W. COCHRAN 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 

July 1, 1942. 

I hereby certify that a copy of this ANSWER TO THE 
COMPLAINT was mailed today, July 1, 1942, to Thomas 
L. Mead, Jr., 850 Munsey Building, Washington, D. C. 

W. W. COCHRAN 

Solicitor. 
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XL 

PROCEEDINGS AND TESTIMONY BEFORE 
JUSTICE BAILEY 

22 Thereupon Lloyd K. Riggs was called as a witness 
and, having Been first duly sworn, was examined and 

testified as follows: 

Direct Examination 
By Mr. Soans: 

Q. Your full name is Lloyd K. Riggs? A. Correct. 

Q. And you live in Chicago, Illinois? A. At 25 East Dela¬ 
ware Place. 

Q. And you are director of research for the Kraft Cheese 
Company, the plaintiff in this case? A. I am. 

Q. And how long have you had that particular position? 
A. I have been in this position about seven years. 

Q. And prior to that time what experience had you had 
that fitted you for the particular position you took with the 
Kraft Cheese Company? A. I was director of research at 
the Rutgers University, the College of Pharmacy Division, 
in Newark, New Jersey; and from 1927, I believe it was, I 
had the industrial fellowship for the Kraft Cheese Com¬ 
pany under my direction. 

Q. And what, in a general way, is your educational and 
historical background in respect of matters which would 
have bearing upon the cheese business and problems con¬ 
nected with the cheese industry? A. Well, in the first place, 
I was brought up as a boy— 

Q. (Interposing) Well, we will start with your gradu¬ 
ation. A. —in the dairying industry in Iowa. 

23 Q. Oh. A. As a matter of fact, my grandfather was 
a butter maker, and we were surrounded by cheese 

makers of the Wisconsin area. 

I went to the University of Chicago and received the 
degree of Ph.D. there in 1918. After that I worked at E. R. 
Squibb & Sons for eight years. The rest of the time from 
1918 was at the Rutgers University until I came to Kraft 
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as director of research; and during that time, as I say, I 
had the Kraft Industrial Fellowship under my supervision 
and spent a large part of my time in dairy and cheese fac¬ 
tories and business. 

Q. I show you these cartons which are in evidence as Ex¬ 
hibits 1 to 11, inclusive; this carton and wrappers, and so 
forth (indicating); and ask you whether you have had 
anything to do with the manufacture or distribution of 
cheese under those particular labels and wrappers and car¬ 
tons. A. I have. 

Q. And can you tell the Court how the cheese is made that 
is marketed by the Kraft Cheese Company under these 
labels. Plaintiff Exhibits 1 to 11, inclusive? Tell him how 
it is made, what type of cheese it is. A. Well, it is all Ched¬ 
dar cheese. 

Q. That is what is sometimes called American cheese? A. 
Yes, American cheese. And this Old English, of course, is 
the top brand of the company, of my company, the Kraft 
Cheese Company; and on that account very great care is 
exercised in the selection of the cheese which is used in 
making it. For example, the cheese is properly cured, 
and then various ages of cured cheese, of different 
24 degrees of cure, are blended so as to maintain a cer¬ 
tain type of sharpness and agreeable flavor which 
differentiates this brand of cheese from other brands of 
cheese made by our company. 

Q. This is labeled Process cheese.’^ What is that? A. 
That means that the cheese is ground up and pasteurized ; 
heated to pasteurizing temperatures together with an emul¬ 
sifying salt, say sodium phosphate or sodium citrate. This 
sodium phosphate or sodium citrate causes the cheese to 
melt readily, so that it can be poured, while it is still at the 
pasteurizing temperatures, into the package. So that it has 
the effect of pasteurizing both the wrapper and the cheese. 

Mr. Soans. With the permission of counsel I will ask a 
leading question here: 

Q. Is it a fact that pasteurized cheese is heated and 
melted-up cheese without an emulsifier; whereas, if you put 
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the emulsifier in, you have to call it, under the regulations, 
“process cheese’’? A. That is correct. 

Q. Ar p there other types of process cheese? A. I didn’t 
get the question. Sorry. 

1 Q. Are there types of process cheese other than cheddar? 
A. Yes. 

1 Q. Name a few. A. Well, we have process Swiss, process 
Swiss and American, process American cheese, process lim- 
burger, and so on. There have been process Camembert 
cheeses. 

Q. Does the word “process”— 

25 By the Court: 

Q. (Interposing) Do you have Liederkrantz? A. No. 
Liederkrantz belongs to Borden. 

Mr. Soans. That is a trade-mark, your Honor. 

The Witness. Very good cheese. 

Mr. Soans. It is not a type. 

The Court. I thought that was a type of cheese. It has 
a different taste from most other cheese. 

Mr. Soans. Well, they have a very fine cheese, just the 
same as the Kraft Company have various types of cheese, 
for example. 

The Witness. The Kraft Company has Philadelphia 
cheese, which they say has a very distinctive flavor, but it 
is just a cream cheese, just the same. 

The Court. Camembert cheese. I thought that was as 
distinctive as Liederkrantz. I am not a cheese expert. 

I The Witness. Well, this Liederkrantz cheese is really a 
little bit different from the other cheeses of that general 
type. It falls in the Brie family. 

By Mr. Soans: 

Q. How long have you known of this “Old English” label 
or brand being used in connection with cheese by the Kraft 
Cheese Company? Do you recall accurately or roughly? 
A. Well, I couldn’t recall accurately. I know that I was 
familiar with it when I was directing the BIraft Industrial 
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Fellowship in—^well, it was along 1927 up to along through 
there. However, I didn’t have the impression that it was 
new then; but how long it is or how old, I couldn’t say. 

Q. Can you list the various types or varieties of 

26 cheese which are known in the United States—^give 
a fairly complete list of those varieties? A. Well, I 

think I can. 

Q. You might refer to the bulletin, which is in evidence 
as Plaintiff’s Exhibit 16, of the Department of Agriculture, 
and you will find a number of varieties listed. Do you re¬ 
call any other varieties, other than those that are listed 
under paragraphs 1 to 17, inclusive, of that bulletin? 
A. Well, I wouldn’t say that was a complete list. 

Q. You can think of some others? A. Oh, yes; I can think 
of numerous other types of cheese and the names of cheese. 
For instance, in this list I don’t see any Jack cheese; and 
others, I don’t see any. There is quite a number of things: 
like, for instance, Chantelle is not mentioned. 

The Court. Let me see that list. 

By Mr. Soans: 

Q. That leads me to this question. Dr. Riggs: Is there 
any variety of cheese known to you as an English cheese? 
A. No. 

Q. And, now speaking of a particular type, still, as dis¬ 
tinguished from a trade-mark, is there any variety known 
as Old English cheese in reference to the process of manu¬ 
facture? A. No. The only Old English I know of is this 
brand name that we have been using. 

Q. Is there any cheese-making process known as the Eng¬ 
lish process? A. I know of no such process. 

27 Q. And are you familiar with the various processes 
which are used in the manufacture of these cheese 

types 1 to 17, inclusive, of the Government bulletin— A. 
(Interposing) Yes. 

Q. —and the other types which you referred to but did 
not completely list? A. Well, I can say I am certainly 
familiar with the types that are mentioned in this bulletin. 
It should, however, be understood that there are certain 
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types—or certain cheeses, I had better say—^that are made 
by companies who do not invite inspection, and I have not 
seen those, but all ordinary processes of cheese-making I 
have seen. 

Q. So far as yon know, is there any cheese known on the 
market in the United States as English cheese? A. No. 

I Q. Where is this Old English brand cheese, sold by the 
Kraft Company, manufactured, to your knowledge? A. 
Well, it isn^t manufactured at all now. 

Q. Well, where has it been manufactured? A. Oh, you 
mean when we had cheese? 

I Q. Yes. ♦A. Why, that was made in our various process¬ 
ing plants, largely in Green Bay, Wisconsin, and in Free¬ 
port, Illinois. 

Q. All of them in the United States? A. What is that? 
i Q. All of them in the United States? A. Oh, yes. 

Q. And how long has that condition existed? A. Well, as 
long as I have known or been familiar with the com- 
28 pany. I can’t say. I would say this: it can be made 
in any one of our processing plants, provided we have 
the raw material available. 

I Q. Can you produce a specimen of Old English cheese? 
I mean the cheese itself, rather than the labels or packages. 
A. No, sir. 

Q. Why not? A. Well, we just don’t have supplies of 
cheese enough to put aside for the curing. 

Q. Has that anything to do with the war? A. Yes, sir. 

Q. And lend-lease requirements come in there to any 
extent? A. Well, yes. I would say, for example, 70 percent 
of the cheese produced was set aside up until the first of 
August, and after that it was 60 percent that was set aside. 
So that with that large amount set aside we didn’t have 
any good grass cheese to put in storage. So we could 
probably get some raw material of proper cure in a year 
or so, but not before that. 

Q. When you say “set aside,” did you mean sold to the 
Government for governmental purposes? A. Tagged for 
the governmental purchases. 
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Q. That included the Army and Navy and lend-lease that 
you spoke of? A. We have no notion where it goes. 

Q. Now, when the people who are selling cheese have a 
cheese which is of the American or cheddar type, and it is 
a particularly good piece of cheese, what do they usually 
tell their customers about the degree of ripeness? 

29 A. Well, they try to describe as accurately as pos¬ 
sible the cheese itself. For example, if it is current 

cheese or fresh, they say that that’s current cheese. 

Q. Meaning? A. What say? 

Q. Meaning what? A. Fresh, within, say, three or four 
weeks old. Then, if it is what they call a mellow-cure 
cheese, it is something maybe two or three months old. And- 
then they describe the well-cured or aged cheese, which is 
anywhere from six to eight months old, depending upon 
the type of curing process through which the cheese has 
passed. 

Q. How do they describe a cheese which has an age of 
nine to twelve months: has been cured for nine to twelve 
months? How would they describe that cheese? How do 
they describe that cheese in the trade? A. Well, it all de¬ 
pends. 

Q. I am talking now about American, cheddar cheese. A. 
Of good quality. Well, that is described as an aged, cured, 
or sharp cheese. 

Q. Do they ordinarily use the word ‘‘old” in describing 
such a cheese? A. No. 

Q. Is all cheese that has been kept or cured for nine to 
ten to twelve months necessarily good cheese? A. May I 
have that again? I didn’t quite get it. 

Q. Referring now to American cheese. 

The Reporter (reading): 

“Question. Is all cheese that has been kept or cured 

30 for nine to ten to twelve months necessarily good 
cheese, referring now to American cheese?” 

The Witness. Well, I am afraid you don’t quite under¬ 
stand keeping cheese. 
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By Mr. Soans: 

Q. Maybe I made a bad choice of words. A. Well, keep¬ 
ing cheese and curing cheese are two different things, be¬ 
cause to simply say that cheese is kept for nine months or 
a year doesn^t necessarily mean that it is cured cheese at 
alL 

I Q. I shouldn't have used the word cured.” A. Well, 
in that case, no. Well, for example, you start out, put 20 
million pounds in for shelf curing or for the curing of 
I cheese; you certainly lose a substantial portion of that 
cheese. Certainly you expect to lose more than a million 
pounds or that isn^t any good. 

I The Court. I will take a short recess now. 

(There was a brief informal recess, at the conclusion of 
‘ which the proceedings were resumed as follows:) 

By Mr. Soans: 

I Q. Would you say that “old” as applied to cheddar 
cheese was a mark of praise or otherwise, if used by a per¬ 
son selling cheese? A. No, I wouldn^t say it was a mark 
of praise. 

I Q. How would you take it? I mean how would you inter¬ 
pret the use of that mark “old” as applied to cheese? 
Would you say that it was obsolete <^eese? A. Well, I can 
probably explain that best by simply saying, as I 
,31 mentioned before, that you put aside large amounts 
of cheese to cure; and as it cures and develops the 
proper body, flavor, and texture—^the thing one is looking 
for—^it is watched very carefully, turned on the shelf every 
few days or every week or so, and then it is plugged and 
sampled and looked at; and some of it—^in doing the best 
you can, you can’t get all of the cheese that you select and 
put aside to be good material. So that we have then what 
we can the aged or cured sharp cheese, which is that that 
works out all right; and then generally we say we have the 
old stuff to get rid of. 
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Q. Meanmg that it was of inferior qnality! A. That is 
right. 

Q. And that would be sold or disposed of at a lower price 
because of its poor quality; is that right? A. Yes; you 
can’t get much money for that. 

Q. Now, in your opinion, does the mark “Old English” 
used by plaintiff on its cheese serve to distinguish that 
cheese from other goods of the same class? A. Is Kraft 
the plaintiff? 

Q. The plaintiff is the Kraft Cheese Company, yes. A. 
Yes, I would say it certainly does. 

Q. What does it indicate to the trade, in your opinion? 
That is, I am referring to the use of the mark “Old Eng¬ 
lish”. A. “Old English” like this (indicating)? 

Q. Yes. A. Well, I would say that it represents, to every¬ 
body who knows anything about cheese, and I would say 
to the consumer and the purchaser it indicates, our top 
brand of cheese. 

Q. Does it indicate that the cheese is old and un- 
32 salable because it is so old that it cannot be sold? A. 

It certainly doesn’t indicate that. 

Q. Does it indicate that it is made in England? A. No, it 
certainly does not, because it isn’t made in England. 

Q. Does it indicate that it is made by some English proc¬ 
ess? 

The Court. The question is not whether it is made in 
England or not. The question is whether it would pro¬ 
duce on anyone the idea that it was made in England. 

Mr. Soans. Do you know whether—just one question to 
answer, before I give you the Court’s question. Is there a 
question on the record? 

The Witness. I am sorry. I didn’t get the question. 

The Court. I do not think the question is what he means 
by it, but what the effect would be produced on others. 

Mr. Soans. Yes, I will ask him* that question, your Honor, 
but there is a question on the record that the witness has 
not yet answered. 
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I am not sure whether he has answered the qnestion. 
What is the last qnestion t 

I The Witness. I don^t know what the qnestion is. 

The Reporter (reading): 

i ** Qnestion. Does it indicate that it is made by some Eng¬ 
lish process?'* 

By Mr. Soans: 

i Q. Now will yon answer that qnestion first? Does the 
i nse of the word— A. (Interposing) Does it indicate 

33 that it is made by a process known as the English 

process? 

Q. Yes. A. No, becanse I don't know of any process 
known as an English process. 

Q. Do yon know what the nse of the mark ‘‘Old English" 
indicates to the pnblie as to the sonrce of the mannfactnre 
of that particnlar cheese? Does the pnblie believe that the 
cheese is made in England? 

i Mr. Whitehead. If yonr Honor please, I do not think the 
witness has qnalified himself as a trade-mark expert, or 
that he is familiar with that. 

The Conrt. I donbt it too, bnt I will take his answer. 
Bnt I donbt its competency. 

Mr. Soans. I thonght that was the qnestion yon wanted 
me to ask the witness, yonr Honor. 

The Conrt. I said that was really the qnestion at issne, 
bnt whether the witness may testify to that or not is an¬ 
other qnestion. 

Mr. Soans. Well, do yon wish him to answer, for what 
it is worth? 

. The Conrt. Yes, let him answer. 

The Witness. It wonld be my opinion that it wonld not 
indicate that it was cheese imported from England. For 
example, we sell Swiss cheese in this conntry, and the 
Swiss cheese is made largely np in aronnd Monroe in 
Wisconsin and in an area in Ohio and ont in the Star Valley 
in Wyoming, and it is sold as Swiss cheese. And onr proc- 


15 


ess cheese is process Swiss, and in that case yon are talking 
about a variety that is known as Swiss cheese. 

34 By Mr. Soans: 

Q. An established variety! A. An established variety. 

The Court. I think a great many people, in buying Swiss 
cheese, expect to get cheese manufactured in Switzerland. 

The Witness. Well, I think that they mark the imported 
Swiss cheese in such a way that the letters appear on any 
cut of the cheese, and it is marked “Switzerland cheese.” 

Mr. Soans. Well, your Honor may be right, but the 
Government don’t seem to think so, because they have that 
listed there as a variety of cheese which anyone can use in 
describing the cheese. I think it is one of the 1 to 17 
varieties. 

The Court. They don’t have English cheese! . They 
don’t have cheese of that variety! 

Mr. Soans. No, there is no such variety, or no such 
process. 

The Court. No. 

By Mr. Soans: 

Q. Well, now, another question: Does the phrase “Old 
English,” as used on cheese, consist merely in words or 
devices which are descriptive of the goods with which they 
are used—that is the cheese—or the quality or character of 
such goods, the cheese! 

The Witness. May I have that read to me, please! 

Mr. Whitehead. May I suggest a word there, if your 
Honor please: that the reason this is being i^ejected is be¬ 
cause of the geographical term, and geographical terms are 
forbidden by the statute. That is the ground of the 

35 objection in this case. I 

Mr. Soans. Do you still insist tha^; the mark is 
descriptive! | 

Mr. Whitehead. That is it. j 

Mr. Soans. Geographical! < | 

Mr. Whitehead. In that sense, descriptive; it is geo¬ 
graphically descriptive. 
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I Mr. Scans. Well, the question in my mind, your Honor, 
is whether it is the position of the Commissioner that the 
mark is descriptive or geographicaL Now which? 

The Court. It might be both. 

Mr. Scans. Which does he contend? 

The Court. It might be both. 

I Mr. Scans. It could be, yes. It could b^ but it has got 
to be one or the other or both. But, if I understand counsel 
correctly, he now makes no contention that the mark is 
merely descriptive, so I assume it depends upon what sense 
you use that word in. 

The Court. I beg your pardon. 

Mr. Whitehead. Descriptive. It is descriptive because 
it is a geographical word, and any geographical word is 
descriptive in one sense of the word. I don’t think the 
mark describes the characteristics of the thing, in what 
Mnd: that it is a sharp cheese, for example, describing it 
as sharp. I am not talking about it in that sense of the 
word. 

Mr. Scans. I should like to have him answer the ques¬ 
tion, your Honor. 

The Court. Very well. 

The Witness. Well, I am sorry. I don’t know what the 
question is. 

36 By Mr. Scans: 

Q. Well, the question really, condensed to ordinary terms, 
is this: Does it describe the cheese? A. No, it doesn’t. 

! Q. Does it describe the character or the quality or the 
method of manufacture, or anything of that kind, about the 
cheese? A. No, it doesn’t. 

I Q. Does this mark “Old English” consist merely of a geo¬ 
graphical name or term? In other words, does it indicate 
that the cheese comes from a certain locality or country? 
A. No, it doesn’t. 

Mr. Scans. Your witness. 
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Cross-examination 

By Mr. Whitehead: 

Q. Mr. Riggs, what is the meaning of the term “cheddar 
cheese’’ or ‘‘cheddar process cheese”? A. The cheddar 
cheese is defined by the promulgation from the Federal 
Security Administration, as a result of the hearings which 
were carried out by the Food and Drug Administration for 
some time, and the official definition is: A cheese which is 
made by the cheddar process described in the Federal 
Register and having a definite composition, namely, not 
more than 39 percent of* moisture, and, in the water-free 
substance, at least 50 percent of milk fat. 

Q. Where did the term cheddar” originate? A. The 
name “cheddar” I believe came from the village of Ched¬ 
dar where this cheese is supposed to have be^m first made. 

There has ])een, however, a shift in the meaning as 
37 time has gone on, and the cheddaring! cheese more 
means cheese which is cheddared or <^t Into slabs 
and piled up. i 

Q. Where is the village of Cheddar located^ A. In Eng¬ 
land. j 

Mr. Whitehead. That is what I thought. That is alL 
Mr. Soans. That is all. | 

(The witness left the stand.) I 

Mr. Soans. Mr. Mulligan. | 

Thereupon Robert B. Mulligan was called |as a witness 
and, having been first duly sworn, was examined and testi¬ 
fied as follows: 

Direct Examination 

By Mr. Soans: 

Q. Your full name, please? A. Robert B. Mulligan. 

Q. You live in Washington, D. C. A. Yes,isir; 320 De¬ 
catur Street, Northwest. 

Q. And you are how old? A. 28. | 
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Q. What is your present vocation? A. I am manager of 
the Colony Market, 4811 Georgia Avenne. 

! Q. That is a grocery and meat market? A. Grocery and 
meats; that^s right. 

Q. And how long have yon been snch manager? A. Four 
years, sir. 

Q. And prior to that time what had you to do with 

38 the marketing of grocery or dairy products? A. I 
was with the Atlantic & Pacific Tea Company for 

eight years. 

I Q. And just review your experience with that company, 
as to the particular types of merchandise with which you 
' came in contact, from a sales standpoint. A. The last three 
years— 

Q. (Interposing) Commencing with the first. A. First, 
' I just started out as a clerk in the grocery department, 
nothing but groceries and vegetables, nothing to do with 
meats. I was made assistant manager and carried out the 
same duties. Over a period of eight years I was with them, 
! why, I rose to manager. I was made manager of the Super 
Market, and the Super Market is a store that contains a 
grocery, meat, vegetable, and dairy department. Each de- 
I partment has its manager, and the manager of the store is 
responsible for all departments. Well, before I was made 
manager of the Super Market I had experience in all de¬ 
partments as a manager, over a period of time. 

Q. What is the total period of time during which you have 
had to do with the sale of cheese products? A. I would 
say 12 to 13 years. 

Q. Have you any connection with the Kraft Cheese Com¬ 
pany from the standpoint of stock ownership or financial 
interest of any kind? A. No, sir. 

Q. Does it make any difference to you whether this case 
is decided for the plaintiff or the defendant? A. No, sir. 
Q. Now I call your attention to the trade-mark 

39 drawing which displays the words ‘‘Old Englishin 
Old English type, and also these various exhibits 1 

to 11, inclusive, which show the Old English trade-mark in 
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various colors of lettering. Now, how long have yon been 
acquainted with cheese sold under those markings t A. As 
long as I have been in the business, I have been familiar 
with that label. 

Q. That is about 13 years? A. Just about 13 years, sir. 

Q. How long have you had to do with the sale of products 
bearing siich markings as represented by Exhibits 1 to 11, 
inclusive? A. The majority of them, it has been 13 years. 
There have been a few new packages, new sizes, and what¬ 
not, but the Kraft Old English product, even back for the 
entire length of my experience in the business. 

Q. When you see a brand of cheese which bears the mark 
‘‘Old English,what idea does that convey to you? A. To 
me it is a type of cheese, has a flavor all its own. It is just 
a type of cheese that people would ask for. 

Q. Well, does it convey to you the idea that it is made in 
England? A. No, sir. 

Q. Does it convey to you the idea that it is made by some 
old English process or English process? A. No, sir, I 
wouldn’t say that it does. 

Q. Well, does it convey to you the idea that it is made 
by the Kraft Cheese Company? A. Mainly that’s 
40 the thing; it is a Kraft product. 


By the Court: 

Q. Does it convey to you the idea that it is similar to 
cheese that formerly was made in England? A. No, sir. 
It is strictly a trade label to me. | 

By Mr. Soans: I 


of cheese? 
sold'most of 


Q. Are you familiar with the various typej 
A. Pretty well. I know most of them. I have 
them. 

Q. You are familiar with Swiss and Brick 
fort and American and Camembert and Goudk and Edam 
and Stilton and Cottage, Cream cheese, and ^lub cheese? 
A. I would say I know all the balance. 


and Roque- 


Q. And blue cheese and Liederkrantz, and so forth? A. 
Yes, sir. 

Q. I may have omitted some. Probably you can remem¬ 
ber more. Do you know of any variety of cheese which is 
known as English cheese in the United States? A. Not 
that I know of; not that I have ever run across. 

Q. Now, what is the difference between the various 
cheeses, the names of which I just suggested to you? A. 
Well, there is straight American cheese, 
i Q. I know, but I mean what is the difference? What 
makes the difference? A. Well, the process, mainly. It’s 
called the process. It is just the flavor of cheese, the type 
cheese it is. 

Q. You have no personal knowledge of the particular 
process? A. No, sir. 

41 Q. But you just believe that that may be a differ¬ 
ent process which gives them the different flavor? 
A. Different flavors; that^s right. 

Q. If you wanted to sell a cheese, would you tell your 
customers that you had some old cheese on hand? A. No, 
sir, I am afraid I wouldn^t. 

Q. Would you consider that to be rather a discreditable 
remark to make about a cheese, or otherwise? A. I really 
think it would be a discreditable remark to make about any 
product. 

! Q. Including cheese? A. Including cheese. 

Q. And suppose you have on sale a piece of cheese which 
has arrived at the condition of a very fine flavor. What do 
you tell your customers about that cheese in order to in¬ 
duce them to buy it? A. Well, as a rule, a customer will 
ask you for a type of cheese. They will either say, ‘‘I want 
a package of American cheese,” or “I want cream cheese,” 
or ‘‘I want cooking cheese,” which is—^there are two or 
three different types of cooking cheese. Some people like 
a mild cheese, some people use what they call a medium 
sharp, and some people like sharp cheese, and the aver¬ 
age customer will ask you for what they want. If they 
want sharp cheese they will ask for sharp cheese. If they 
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want a mild cheese they will ask for ^^mild,” which is known 
in the business I am in right now as ‘‘Longhorn/’ and 
there is a medium sharp cheese which is known to us as 
Daisy cheese. And then there is the sharp cheese. It is 
called New York State sharp cheese. 

42 Q. Do they ever ask you, “I want some old 
cheese”? A. No, sir. 

Q. Do you buy other brands of cheddar process cheese 
from the Kraft Cheese Company? A. As far as I know, 
we do. 

Q. And what price do you pay for that, if it is not confi¬ 
dential? A. Well, the difference in price is—would say 
that the regular run of Kraft cheeses—^the American, the 
Pimento, Velveeta, cheeses like that—run around $1.85 a 
dozen. The Old English is $2.10. 

Q. That is the halves, 6 pounds, is it? A. No. Yes, that 
is 6 pounds, 12 half-pound cartons; and accor^ng to 0. P. 
A. regulations now, why, you sell as they tell |you, and you 
sell at a certain markup. Regular brands of jcheese would 
sell for 21 cents, if that was correct, because I am pretty 
sure that is close to it, and the Old English cheese sells for 
24. i 

Q. And you are allowed to get 3 cents a potnd more for 
the Old English when you have it? A. Yes, ^ir. 

Q. But you don’t have any of it now? A. N(^, sir; haven’t 
had for quite some time. I 

Q. In your opinion does the mark “Old English,” which 
is used by plaintiff on its cheese, serve to distinguish that 
particular cheese from other goods of the same class? A. 
I would say definitely yes: my personal opinibn of it; and 
experience from customers, in hearing their talk about it, 
it designates quality, as far as I am con<^erned, above 

43 the other cheeses. i 

Q. The high quality Kraft product? j A. Yes, sir; 
a high quality of cheese. 1 

Q. And does it indicate that it is made by thi Kraft Com¬ 
pany? A. Yes, sir, definitely. ! 

Mr, Soans. Your witness. I 
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Mr. Whitehead. I have no questions. 

The Court. That is all? 

I Mr. Soans. That completes my case, except that I have 
some—unfortunately, I don’t seem to have the registration 
copies here, but I have the Trade-mark Gazette clippings, 
and if there is no objection from counsel I would like to 
offer those. There are some Old South and Old Sycamore 
registrations. That indicates that the Commissioner has 
allowed those marks. I should like to substitute those for 
the actual registration certificates, if that is satisfactory 
to counsel. 

Mr. Whitehead. What they are; when a mark is passed 
for publication, they call it, the mark itself is published in 
the official gazette, and what Mr. Soans has now in his 
hands are clippings from the gazette, which would be the 
same mark that would subsequently appear in the certifi¬ 
cate of registration. 

Mr. Soans. And I will offer those as a set of copies of 
registrations. They are, respectively, the five Old South 
registrations as published in the official Patent Office Ga¬ 
zette for October 15,1940, on pages 536, 538, 539; and also 
the Old Sycamore registration publication, published on 
October 1, 1904—^well, that’s funny. There must be a mis¬ 
take there on that. It couldn’t be 1904, could it? It must 
be 1940. There must be a mistake. It must be 1940. 
44 Yes, October 1, 1940. There is a mistake in the 
Patent Office for which I am not responsible, your 
Honor. 

! (Continuing)—on page 27. I just put those in, your 
Honor, to show that the Patent Office is not always quite 
as hardhearted as they are in this particular case, and that 
in those particular cases they did allow similar registra¬ 
tions, even without a disclaimer. 

I Mr. Whitehead. You may not be able to find the certifi¬ 
cates. 

Mr. Soans. What? 

Mr. Whitehead. Those are the things published for op¬ 
position. You may not.be able to find the certificates. 
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Mr. Scans. That is tme, but I think we have the— 

Mr. Whitehead (interposing). They may be all right, 
but it doesn^t prove the Examiner passed them and allowed 
them. They may not have gotten through. 

Mr. Scans. But it indicates a reasonable disposition 
oh the part of the Commissioner, Mr. Whitehead, which we 
say has been obscured in this case by the act of his pre¬ 
decessor in refusing to allow the Old English in the Boyle 
case. 

Plaintiff’s Depositions. 

49 Erwin P. Snyder, called as a witness on behalf of 
the plaintiff, being first duly sworn, testified as fol¬ 
lows; 

Direct Examination by Mr. Scans 

Q. What is your name? A. Erwin P. Snyder. 

Q. Where do you reside, Mr. Snyder? A. In Winnetka, 
Illinois. 

Q. What connection, if any, have you with the plaintiff 
Kraft Cheese Company? A. I am general counsel of the 
Kraft Cheese Company and have been general counsel for 
the company and its predecessors since 1922. 

Q. Prior to that time did you have any connection with 
its business? A. I had no connection with the busi- 

50 ness of J. L. Kraft & Brothers Company, as it was 
known at that time, although I owned some stock in 

the company and knew the officers of the company. 

Q. And the character of its business? A. And the char¬ 
acter of its business and its products. 

Q. What knowledge, if any, in a general way, have you 
in respect of the use by Kraft Cheese Company and its 
predecessors of the mark ‘‘Old English” in connection with 
cheese? A. When my acquaintance with the company and 
its products really began in 1920, the compan]^, J. L. Kraft 
& Brothers Company, was selling “Old English” cheese and 
I knew what kind of cheese it was and was acquainted with 
the product and the fact it^was manufactured and sold by 
the company. 
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Q. That company was the predecessor of the present 
Kraft Cheese Company! A. That Company, J. L. Kraft & 
Brothers Company, was the principal predecessor of the 
present Kraft Cheese Company. 

I Q. And how was this “Old English’’ cheese labeled at 
that time, do yon know, in 1920? A. The label was of the 
i same character as that employed at the present time 
51 insofar as the words “Old English” are concerned, 

' being almost identical. The words “Pasteurized 
Process Cheddar” have been inserted since then because at 
that time it was simply called “Old English” cheese. 

Q. And it was labeled in that manner? A. It was labeled 
in that manner. 

I Q. How did the label compare with the drawing of the 
application for registration here in question, a copy of 
which drawing I show you? A. I would say it was prac¬ 
tically identical with this drawing. 

Q. It had the Old English style of lettering or type? 
A. The Old English style of lettering has always been used 
on this cheese, as far as my knowledge goes. 

Q. Continuously since that time 1922 to date? A. It has 
been used continuously from 1920 to date. 

! Q. In that style as shown in the drawing? A. In the same 
style as shown in the trade-mark drawing. 

Q. Registration drawing? A. Registration drawing. 

Q. As general counsel for Kraft Cheese Company and 
its predecessors, have you ever had anything to do with 
questions involving misbranding or deceptive advertising 
i of their products? A. All such matters are under 
!52 my jurisdiction and, of course, we have had some 
' such matters in the 20 years that I have been general 

counsel. 

I Q. And what in a general way are the statutory provi¬ 
sions and procedure which governs such cases, particularly 
'with reference to the question of marketing cheese? A. The 
. principal provision, you might say, that affects the labeling 
! of cheese is shown in the Federal Food, Drug & Cosmetics 
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Act which was passed by Congress in 1938. This Act pro¬ 
vides in Section 403 of the Act, that a “food shall be deemed 
to be misbranded (a) if its label is false and misleading in 
any particnlar.’* Under this provision the Food & Drug 
Department has proceeded against the use of geographical 
names when the product did not originate in the place indi¬ 
cated, as this use of geographical names has been held false 
and misleading. Such actions have been, for example, in¬ 
stituted against coffee called Java coffee where it did not 
originate in the Island of Java, and Kentuclcy mint where 
it did not originate in Kentucky; and numerous other cases. 

Q. How about deceptive advertising? A. About the same 
time Congress passed what is known as the False 

53 Advertising Act which defined false advertising and 
gave jurisdiction over it to the Federal Trade Com¬ 
mission. Under this Act the Federal Trade Commission 
has proceeded against advertising when they felt that the 
same did not state the true facts or tended to deceive the 
public. 

Q. Does that include deceit in respect of things other 
than geographic origin? A. Oh yes, it includes any mis¬ 
representation by word or designs or in any respect, and 
also includes the failure to reveal facts material in the light 
of the representations made. 

Q. Has the “Old English’^ brand of cheese manufactured 
by the Kraft Cheese Company and its predecessors been 
advertised at all to any extent? A. It has been continuously 
advertised during the last 15 years, I would say, and to 
some extent before that time. 

Q. Now, if there had been any complaints lodged against 
the Kraft Cheese Company or its predecessors in respect 
of misleading the public or misrepresentation on account of 
the use of the words “Old English’’ on the labels or in the 
advertising, would you have known about it? A. I 

54 would say that I would have known about it since 
October, 1922, without any doubt, as such matters 

were all handled by me. 
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Q. Have any complaints ever been made by any depart¬ 
ment of the United States government or the state govern¬ 
ment or any governing body in respect of the use of the 
words “Old English’^ on the labels or the advertisements 
put out by the Kraft Cheese Company, or its predecessors, 
since the year 1922? A. None whatever. 

I Q. Now to what extent has the Kraft Cheese Company 
and its predecessors marketed and promoted the sale of 
cheese under the name or brand “Old English” since the 
year 1922? A. Millions of pounds of cheese have been sold 
under that label annually during the last ten years, and 
probably during the larger part of the preceding ten years. 

I Q. How about the advertising? A. At the same time 
Kraft has spent hundreds of thousands of dollars annually 
in advertising. 

I Q. Under “Old English”? A. Advertising the “Old 
English” brand of cheese. 

Q. What have you to do with the question of in- 
55 fringement of Kraft trade-marks by others? And 
by the use of the word “Kraft” I mean the Kraft 
Cheese' Company and its predecessors. A. Such matters, 
of course, have come under my jurisdiction since 1922, and 
I have known about all such matters although they were 
usually handled by others under my supervision. 

I Q. To what extent have competitors imitated the “Old 
English” trade-mark of the Kraft Cheese Company in con¬ 
nection with the marketing of cheese? A. During all this 
time I know of only one instance, which happened to be a 
market here in Chicago. This market is no longer operated 
and has not been for the last fifteen years, but I would say 
about 1925 or somewhere along that time it started using 
the words “Old English” in reference to sharp cheese, 
sharp cured cheese sold by the market and advertised it 
several times. I wrote the concern and they stopped the 
use of it. I remember that after about a year they started 
to use it again and then I wrote them more sharply and 
the use was terminated entirely after that. 
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Q. Do you know of any case at the present time in the 
United States where any concern other than the 

56 Kraft Cheese Company is employing the trade-mark 
or phrase ‘‘Old English’^ in connection with the sale 

of cheese, either on the label or in advertisements? A. I - 
do not. I have never seen it used in connection with cheese 
other than by the Kraft Cheese Company. 

Q. Except this one instance to which you have referred? 
A. Except that instance to which I referred previously; or 
by others in referring to Kraft products. 

Q. Since 1922 have you been sufficiently familiar with 
the practical aspects of the cheese business, including the 
manufacturing processes employed, to obtain knowledge as 
to the character and types of the various products of the 
Kraft Cheese Company and its predecessors? A. Yes, I 
have; that has been part of my general duties, and I have 
kept informed at all times on the manufacture of the va¬ 
rious products. 

Q. You have visited the factories of the company and its 
predecessors? A. I have visited the factories and I have 
been kept informed by the various departments when ever 
any change was being made in the formulaes or in- 

57 gredients of the products. 

Q. Now, can you state of your own knowledge, 
knowledge, what has been the type or character, since 1922, 
of the cheese to which the Kraft Cheese Company and its 
predecessors has applied the trade-mark “Old English’’? 
A. Yes, I can. 

Q. Proceed. A. In 1922 “Old English” cheese was 
made from a blend of ground-up sharp cheddar cheese. It 
was what was called at that time a club cheese being a 
ground-up cheese prepared for eating. Along about 1927 
the company put out a half pound package of “Old Eng¬ 
lish” pasteurized cheese which was the same cheese as 
formerly sold in the ground-up state. 

Q. You mean the same type of cheese? A. It was the 
same type of cheese formerly sold in the ground-up state 
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.and which had been heated to a pasteurizing temperature 
land then placed in packages. This continued until some 
time in the early 30 ^s, when it was found necessary to add 
to this pasteurized cheese an emulsifier which, under the 
'regulations and standards of the Federal Food & Drug 
i Department made it a process cheese. The product 
was thereafter labeled ‘*01d English Process Cheddar 

58 Cheese’’; and all of the cheese since that date sold 
under the ‘‘Old English’^ trade-mark has been of the 

process type. 

Q. You referred to the definition of process cheese. Will 
you explain that a little more and, if you have any printed 
regulations, refer to them. A. After the invention 
of process cheese in the early 20’s, the Food & 
Drug Department decided this cheese should be 
standardized, and a federal standard for such cheese was 
issued in 1926. Since that time all cheese which is pre¬ 
pared for market by being ground and treated by heat so 
as to pasteurize it, in which there has been the addition of a 
mulsifying agent such as sodium phosphate or sodium ci¬ 
trate, is termed “process cheese” with the varietal name 
inserted between the word “process” and the word 
“cheese”. 

Q. What do you mean by varietal name? A. The varietal 
name is such as cheddar, which is a variety of cheese, or 
Swiss which is another variety of cheese, or any of the 
other varieties. 

Q. Or brick? A. Or brick. 

Q. Or limburger? A. Or limburger. 

Q. Any others? A. There could be others, it just depends 
upon the variety of cheese which is subjected to this 

59 process in preparing the same for market. 

I Q. Now, is there any variety of cheese known as 

^‘English” cheese? A. There is not any such variety to 
my ^owledge, and I am sure I would be acquainted with 
it if there was. The standard as to process cheese was 
issued under the former Food & Drug Act but as yet has 
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not been reissued under the Food, Drug & Cosmetics Act of 
1938. In the meantime the Food & Drug Administration 
or Department follows the former definition in its enforce¬ 
ment of the Act. These regulations are found in the Ser¬ 
vice and Regulatory Announcements, Food & Drug No. 2 
(Fifth Revision), issued by the Department of Agriculture, 
November 5, 1936. For convenience I will read them into 
the record, as follows: 

“Animal products 

Milk and milk products 
Cheese (F): 

“19. PROCESS CHEESE. The modified cheese made 
by comminuting and mixing one or more lots of cheese 
into a homogeneous, plastic mass, with the aid of heat, 
with or without the addition of water, and with the 
60 incorporation of not more than 3 per cent of a suit¬ 
able emulsifying agent. The name ‘process cheese’ 
unqualified is understood to mean process Cheddar cheese, 
and applies to a product which contains not more than 40 
per cent of water and, in the water-free substance, not less 
than 50 per cent of milk fat. Process cheese qualified by 
a varital name is made from cheese of the variety indi¬ 
cated by the name, and conforms to the limits for fat and 
moisture for cheese of that variety.” 

In said Bulletin, Cheddar Cheese is defined as follows: 

“WHOLE MILK CHEESE” 

“2. CHEDDAR CHEESE, AMERICAN CHEESE, 
AMERICAN CHEDDAR CHEESE. The cheese made by 
the Cheddar process from heated and pressed curd obtained 
by the action of rennet on whole milk. It contains not more 
than 39 per cent of water, and, in the water-free substance, 
not less than 50 per cent of milk-fat.” 

Mr. Soans: That is all. 
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62 John H. Kraft called as a witness on behalf of 
the plaintiff, being first dnly sworn, testified as fol¬ 
lows: 

Direct Examination 
By Mr. Soans 

Q. What is yonr name! A. John H. Kraft. 

Q. Where do yon live, Mr. BIraft? A. Chicago. 

Q. Illinois? A. Illinois. 

I Q. Wbiat connection have yon with the Kraft Cheese 
I Company, plaintiff in this case? A. Execntive vice-presi¬ 
dent or assistant genersil manager. 

' Q. How long have yon been connected with the plaintiff 
Kraft Cheese Company or its varions predecessors? A. 
Since 1909. 

Q. And in what capacity or capacities? A. Throngh the 
years yon mean? 

! Q. Yes. A. Bookkeeper, stenographer, salesman, cheese 
inspector, snpervision of conntry plants, general sales and 
! advertising manager np to the present time. 

Q. How long have yon been vice-president of the 

63 company or of its predecessors? A. Abont 20 years. 

Q. Yon have been in charge of sales for how long? 
A. 25 years. 

Q. Have yon had any work for the Kraft Cheese Com¬ 
pany or its predecessors, in conntries foreign to the United 
States? A. Yes. 

Q. Name a few of the conntries. A. Canada, England, 
Scotland, Holland, Belginm, Germany, France, Brazil, Ar¬ 
gentine, Chile, Mexico. Is that enongh? 

Q. That is snfficient. Has the Kraft Cheese Company 
any connections or bnsiness in these varions conntries 
which yon have mentioned? A. Either prodnction and sales 
plants or sales agencies in all of them. 

Q. Have yon traveled in all of these conntries which yon 
have mentioned? A. Yes. 

Q. Dnring what period? A. The first trip in 1925 and 
varions extensive travels from 1934 to ’39. 
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Q. Does that include any trips to England? A. Yes, 
several trips to England. 

Q. Are you familiar with the manufacture and 

64 production of cheese in England? A. Yes. 

Q. And with the sale of it in England? A. Yes, sir. 
Q. In England, Mr. Kraft, or in this country for that 
matter, or in any part of the world kaown to you, is there 
any type or variety of cheese knowna as ‘‘Old English’’? 
And when I say type or variety I mean manufactured in a 
certain way or having a certain particular formula? A. 
You mean to be specifically designated as “Old English”? 
Q. Yes. A. I do not know of any. j 

Q. Are you familiar with the past use of th^ mark “Old 
English” by the Kraft Cheese Company and its predeces¬ 
sors? A. Yes. I 

Q. And since what date have you known of such use? A. 
Since about 1912. 

Q. Was that used by the J. L. Kraft & Brothcjrs Company 
on that date, do you remember? A. I am rejferring pre¬ 
viously to the McLaren Cheese Company . j 

Q. And the McLaren Cheese Company was^ A. Was 
acquired by the J. L. Kraft & Brothers Company. 

65 Q. About what year? A. About 1918j I think. 

Q. Is there any process of making cheese which is 
known as the “Old English” process? A. No.i 

Q. What is the meaning of the words “Old fcnglish”, if 
any, in respect of place of origin? Does it have any mean¬ 
ing in that connection as used by the Kraft dheese Com¬ 
pany? A. It has no significance in connection wfcth its place 
of manufacture. | 

Q. Do the words “Old English” as applie<^ to cheese 
by the Kraft Cheese Company and its predece^ors mean, 
or has it ever meant, cheese which is old and which is made 
in England? A. Does it mean cheese which is old and 
which is made in England? 

Q. Yes. A. No. 

Q. Well, for what purpose are the words “Old English” 
used by the Kraft Cheese Company or have been used by 
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the Kraft Cheese Company and its predecessors on its 
cheese? A. It has been made to mean a high quality of 
cheese made by BIraft. 

I Q. Is there or has there been to your knowledge 

66 any variety or type of cheese marketed under the 
name ^‘English Dairy^^? A. In England there is 

cheese made on farms or in a dairy, meaning not a factory 
cheese, and it was introduced in this country by* some man¬ 
ufacturer attempting to duplicate what he termed an Eng¬ 
lish dairy cheese, so he adopted that name to make a spe¬ 
cialty of it, to make it distinct. You might say that name 
was adopted for that type to make it distinctive. 

! Q. Is that cheese marketed to any extent in this country 
at the present time? A. To no great extent. Compara¬ 
tively small quantities. It is almost extinct, this year it will 
be extinct. I do not think it is more than a hundred thou¬ 
sand pounds a year. 

Q. And that is an insignificant quantity of cheese, is it? 
A. Yes. 

I Q. How much cheddar cheese is manufactured per an¬ 
num in the United States? A. About 800 million pounds. 

Q. Is that “English Dairy’’ cheese made and sold in this 
country, made in England or made in the United States? 
A. Made in the United States. 

67 Q. To what particular variety or type of cheese 
has the Kraft Cheese Company and its predecessors 

applied the mark “Old English” since the year 1915? A. 
to what particular type has the Kraft Cheese Company ap¬ 
plied “Old English”? To cheddar type cheese. 

Q. Exclusively? A. Yes. 

! Q. Was it processed or unprocessed? A. Unprocessed 
up until a few years ago when it was changed to apply to 
processed cheese. 

I Q. Using the word “Process” as defined by the Regula¬ 
tions? A. As defined by law. 

' Q. Now, to what extent has the Kraft Cheese Company 
and its predecessors marketed cheese to which the label or 
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mark **01d English” has been attached or applied? A. It 
has had complete national distribution. 

Q. Since when? A. Well, it has always had national 
distribution. | 

Q. Since 1915. And when was it complete? A. In the 
last 15 years leading up to the present sales of over 5 mil¬ 
lion pounds a year. I 

68 Q. During how many years have the sales exceeded 
5 million pounds? A. About eight yeari^. 

Q. The last eight years? A. Yes. . j 

Q. How does the quality of that cheese compare with the 
general run of cheddar cheese? A. It is way above the 
average in every respect and commands a nJuch greater 
price than any other cheddar cheese on the market. 

Q. Is it the Kraft top brand of that partici|ilar type of 
process cheddar cheese? A. Yes. I 

Q. Can you produce specimens of the packages, labels 
and so forth, which are being currently used b^ the Kraft 
Cheese Company in connection with packaging and mar* 
keting cheese under theOld English” brand?! A. Yes. I 
here produce a shipping case made to contaiii 36 pounds 
in half pound packages of “Old English Pasteiirized Proc¬ 
ess Cheddar Cheese.” 

Mr. Scans: The carton blank produced by the witness 
is marked and introduced in evidence as Plaintiff’s Ex¬ 
hibit 1. 

(Said carton so offered in evidence was marked Plain¬ 
tiff’s Exhibit 1.) 

69 . A. I also produce a shipping carton made to hold six 

five-pound cartons of “Old English Jpasteurized 
Process Cheddar Cheese.” | 

Mr. Scans: The carton is marked and offered in evi¬ 
dence as Plaintiff’s Exhibit No. 2. 

(Said carton so offered in evidence was marked Plain¬ 
tiff’s Exhibit 2.) 

A. I also produce a shipping container made to hold 12 
two-pound packages of “Old English Pasteurized Process 
Cheddar Cheese”. 
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Mr. Scans: That is marked and offered in evidence as 
Plaintiff ^s Exhibit 3. 

(Said shipping container so offered in evidence was 
marked Plaintiff’s Exhibit 3.) 

A. This is an individual carton for holding one five-pound 
loaf of “Old English” cheese. 

Mr. Scans: I notice this exhibit is in two parts. I will 
mark the top part of the carton Plaintiff’s Exhibit No. 4-A, 
and I will mark the bottom part of the carton Plaintiff’s 
Exhibit 4-B; and the two parts are offered in evidence un¬ 
der the respective numbers. 

I (Said cartons so offered in evidence were marked Plain¬ 
tiff’s Exhibit 4-A and Plaintiff’s Exhibit 4-B, respectively.) 
A. This is the top part of a carton which contains 

70 two pounds of “Old English” cheese. 

' Mr. Scans: This is marked and offered in evi¬ 

dence as Plaintiff’s Exhibit 5. 

(Said top part of carton so offered in evidence was 
marked Plaintiff’s Exhibit 5.) 

A. This carton which I have is for containing six half- 
pound packages of “Old English” cheese. 

I Mr. Scans: This carton produced by the witness is of¬ 
fered in evidence and marked Plaintiff’s Exhibit No. 6.' 

I (Said carton so offered in' evidence was marked Plain¬ 
tiff’s Exhibit 6.) 

' A. This is the outside part of a carton made to hold a 
half-pound of “Old English cheese. 

' Q. Are there six of those packages put into the previous 
exlfibit? A. That is right, put into the carton containing 
six. 

' Mr. Scans: This half pound carton is offered in evi¬ 
dence, being marked Plaintiff’s Exhibit No. 7. 

(Said carton so offered in evidence was marked Plain¬ 
tiff’s Exhibit 7.) 

71 A. This is a wrapper to hold ten pounds of “Old 
English” cheese which is inserted into a carton, 

filled with cheese and to be sealed. 
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Mr. Scans: The wrapper produced by the witness is 
marked and offered in evidence as Plaintiff ^s Exhibit 8. 

(Said wrapper so offered in evidence was marked Plain¬ 
tiff’s Exhibit 8.) 

A. This is the same material for five poimds of ‘‘Old 
English” cheese. 

Mr. Scans: This wrapper produced by the witness is 
marked and offered in evidence as Plaintiff’s Exhibit 9. 

(Said wrapper so offered in evidence was marked Plain¬ 
tiff’s Exhibit 9.) 

A. And this is the same for two pounds. 

Mr. Scans: The two pound wrapper is marked and 
offered in evidence as Plaintiff’s Exhibit 10. 

(Said wrapper so offered in evidence was marked Plain- 
ti’s Exhibit 10.) 

Q. What is this little fellow which you have produced? 
A. This is a label for a five ounce jar of “Old English 
Spread”. 

72 Mr. Scans: The label referred to is marked and 
offered in evidence as Plaintiff’s Exhibit 11. 

(Said label so offered in evidence was marked Plaintiff’s 
Exhibit 11.) i 

Q. Speaking from the standpoint of a man experienced 
in the cheese industry, what is the term usually used by you 
and other experienced cheese men in designafcig a cheese 
which has arrived at the best edible condition? A. It could 
be sharp, well cured or aged. | 

Q. Is is customary to keep cheese for an I appropriate 
length of time in order that it may arrive at thte best edible 
condition? A. Yes, it is. ! 

Q. If you heard someone in your organizatiop speak of a 
package of cheese or shipment of cheese being t‘old”, what 
would you infer from the use of that word? A. Unless it 
was used in connection with some other wor<L old cheese 
would most generally be considered as something spoiled, 
unfit for use. 

Q. Cheese which had become unfit for use? ’ A. Yes. 



36 


Q. Do you use or do your associates in the cheese 
73 business use just the word ‘‘old*’ alone to describe 
I cheese which has arrived at the best edible condition? 
A. No. 

Q. Would you ever use that word in that connection? A. 
No one informed would use it. 

I Q. How much of the cheese sold in the United States by 
'the plaintijff Elraft Cheese Company and its predecessors 
'since 1915 up to the present time, under the “Old English” 
trade-mark, has been manufactured outside of the United 
States? A. None; all of it was made in the United States. 
«»•••••••• 

I Defendant’s Evidence. 

'44 Mr. Whitehead. I have no evidence, except I want 
I to introduce into evidence that folder that I handed 
you. 

The Court. All right. 

Mr. Whitehead. It is the Defendant’s Exhibit 1, folder 
containing print of the drawing of the trade-mark appli¬ 
cation, the Examiner’s statement, and the decision of the 
First Assistant Commissioner of Patents. 

• ••••••••• 

78 Endorsed: Piled Nov 13 1943 

Opinion of the Court. 

The Commissioner of Patents has refused to register to 
'applicant under the Act of February 20, 1905 the mark 
“Old English” written in old English script as a trademark 
for cheese upon the ground that the word “English” is 
geographical and the combination of the two is both de¬ 
scriptive and geographical. 

It is clear that the word “English” is geographical and 
the applicant has disclaimed this particular word. How¬ 
ever, the word “old” is clearly descriptive and under the 
rule laid down by the Court of Appeals in the case of Ken¬ 
tucky Distilleries & Warehouse Company v. Old Lexington 
iClub Distilling Company, 31 App. D. C. 223, it was held 
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that ‘‘Old Lexington Clnb*^ was not registrable nnder the 
Act of 1905, since “Club’’ is descriptive of the goods and 
that “Lexington” is geographical. The applicant contends 
that the words “Old English” would be understood by the 
public as referring to a period in the English history which 
is sometimes designated as the Anglo-Saxonj period and 
sometimes as the Old English period.. The ch^se made by 
the applicant which he sells under this mark! is, what is 
known as, Cheddar Cheese, the making of which originated 
in England, and it would seem that the meaniijig which the 
words “Old English” would produce on a buyer would be 
that at least it represented cheese made in the Old English 
manner. 

I think the defendant correctly refused re^stration of 
this mark and the complaint will be dismissed. 

JENNINGS BAILEI 
Justice 


• • • • # • • • 

I 

79 Endorsed: Filed Dec 2 1943 j 

Findings of Fact | 

’ 1. This proceeding was brought under the provisions of 
Section 4915 B. S. (U. S. C., title 35, sec. 63), ^ construed 
by the Supreme Court of the United States in The Baldwin 
Co. V. Robertson, Commissioner of Patents, et al, 265 U. S. 

168. I 

2. In this proceeding the plaintiff seeks to haye the Court 
find that it is entitled to a registration, under tlje provisons 
of the Trade-Mark Act of February 20, 1905, ias a trade¬ 
mark for cheese, of a mark consisting of the i^ords “Old 
English” appearing in old English lettering a^id with the 
following disclaimer to the exclusive right to th^ use of the 
word “English”, | 

No claim is made to the exclusive use of the word “Eng¬ 
lish” apart from the mark as shown in tie drawing. 
3. Section 5 of the Trade-Mark Act ok 1905 pro- 
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vides that no mark which consists merely * • * in 
I words or devices which are descriptive of the goods with 
which they are nsed, or of the character or quality of such 
goods, or merely a geographical name or term, shall be reg- 
. istered under the terms of that Act. 

4. The word “English^’ is geographical and the word 
**01d’^ is descriptive. 

5. The meaning that the words ‘‘Old English” would 
. produce on a purchaser of a package of cheese bearing 

those words, would be that, at least it indicated cheese made 
in the old English manner. 

6. The mark is not registrable under the provisions of 
the Act of 1905. 

Conclusion of Law 

1. The plaintijff is not entitled to have registered in the 
I Patent Office under the provisions of the Act of February 
' 20, 1905, the term “Old English”, as a trade-mark for 
cheese. 

i 2. The complaint should be dismissed. 

JENNINGS BAILEY 
Justice 

December 2nd, 1943. 

• ••••••••• 

I 81 Endorsed: Piled Dec 2 1943 

Judgment 

This action came on to be heard at this term and there- 
' upon, upon consideration thereof, it is, this 2nd day of 
December, 1943. 

I Adjudged that the complaint in this case be, and the same 
1 hereby is dismissed with costs against the plaintiff. 

JENNINGS BAILEY 
Justice 

Approved as to Form: 

THOAMS L. MEAD, JB. 

Attorney for Plaintiff 

• ••••••••• 
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Endorsed: Filed Dec 2 1943 

Objection to Findings of Fact 

Plaintiff, by counsel, protests the Findings of Fact pro¬ 
posed by Defendant as to paragraph 5. Plaintiff objects to 
said paragraph 5 because it is unsupported by any evidence. 

KRAFT CHEESE COMPANY, 

By THOMAS L. MEAD, JR. 

Of CovMsel 

Let this be hied. 

BAILEY, 

J. 


83 Endorsed: Filed Dec 20 1943 

Notice of Appeal 

Notice is hereby given'this 20th day of December, 1943, 
that Kraft Cheese Company hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the judgment of this Court entered on the 2nd day of De¬ 
cember, 1943, in favor of Conway P. Coe against said Kraft 
Cheese Company. | 

CYRIL A. SCANS, 

THOMAS L. MEAD, JR. 

Attorneys for Kr^t 
Cheese Company 
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EXHIBITS. 

i Plaintiffs Exhibit 12. 

' 97 Endorsed: Mail Division Jun 6 1940 U. S. Patent 
OflBce 

Application No. 432724 February 10, 1940 

Petition, Statement and Power of Attorney 
(As Amended.) 

To the Commissioner of Patents: 

Elraft Cheese Company, a corporation duly organized 
under the laws of the State of Delaware, and located in the 
I City of Chicago, County of Cook and State of Illinois, and 
i doing business at 500 Peshtigo Court, in said City, has 
adopted and used the trade-mark shown in the accompany- 
I ing drawing, for Cheese, in Class 46, Foods and Ingredients 
of Foods, and presents herewith five specimens showing the 
trade-mark as actually used by Applicant on the goods, and 
requests that, the same be registered in the United States 
Patent Office in accordance with the Act of February 20, 
1905, as amended. 

The trade-mark has been continuously used and applied 
to said goods in Applicant’s business since about 1915. The 
trade-mark is applied or affixed to the goods, or to the pack¬ 
ages containing the same, by printing or otherwise mark¬ 
ing said trade-mark upon said goods or upon said packages, 
or upon tags, labels or wrappers attached thereto. 

103 The trade mark is printed or written in a style of 
type commonly referred to as “Old English” because 
it simulates the style of lettering in common use in the “Old 
English” periad of English history, i.e., the period from 
450 A.D. to 1150 A.D.— 
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100 claim is made to the exclusive use of the word 

‘English’ apart from the mark shown iu the drawing.” . 

• ••••••••• 

97 Applicant hereby appoints CJyril A, Soans, Samuel 
N. Pond, William E. Anderson and Carl E. Swanson, 
comprising the firm of Soans, Pond & Anderson, Held Build¬ 
ing, Chicago, Illinois, its attorneys, to prosecute this appli- 
tion for registration, with full power of substitution and 
revocation, to make alterations and amendments therein, to 
sign the drawing, to receive the certificate, and to transact 
all business in the Patent Office connected therewith. 

KRAFT CHEESE COMPANY 
By J. L. KRAFT 
President 


“OLD ENGLISH” 


(Seal) 
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' (d).— B* Dllll'l*€yef'VUllS IV BUiC&Piliau uuaxx«r-sv— 

capcn* auM M CAPUCHIN CATCKB, 2.—The B. JottliilM^ 
I Edward I. of England: ao called ir^ the Importance 

of laws of bla lelgn. 

I Bn'i^isli. n. 1* pL BthnoL The nativea of En^xmd; 
alao, the people of the Engliah race collectively, es¬ 
pecially those of Anglo«Sazon origin, t* (1) The 
language of En^and, or of the English peoples, wh^ 
ever spoken; as in the United States, most of the Brit- 
ja^poasessions, Liberia, etc. 

1/' Im this sense there are four periods of the history of the 
I English language: Tho nertod from th#t earilfit 


1 (h) The period from A. D*. llM'to A.l>. 1350, called 
■ar^ B.« during which the Inflections were broken up 
(1150-1250), and large numbers of French words wore 
introduced Into the language (1250-1350). (<^.TheneriQfL 
from 1350 to 1485. the. Chaucer thi% ima 

. JEStaaBpRwroRU OUlU HUldM KV'lh tirhlel nraSon 
'"o^^oman Aments were shaped Into a new literary 
language, (d) The period since 1485, called Modem B.* 
of which the period from 1485 to 1011 Is called Tudor B. 
See Anolo^axon: Lanouaos. (2) The cultivated mixed 
speech of the English since the beginning of the caiauoer 
p^od, 1350^ 

The Sn^UihwwM addom writtea sad hardly employed in prose 
till after the middle of the fourteenth eentu^. Sir John Mando- 
viUe’s travels were written in 1356. This is our earliest Enslish 
book. Hallak Lit, Burov* vd. i, p. 47. [r. 1854.1 

S. An En^ish rendering or equivalent: as, ** John ** is 
the Bngfi^ot the French **Jean.** 4* -n i* i 
Print. (1) A sise of type between pica KrigllSh 
and great primer: about 14 points. (2) ^ 

A typeface resembling German text: more commonly 
called _ Old Bnaluh, BilliartU. A horisontal twist 
or spin given to ihe 'cue«ball by striking it on one side: 
by the British called tide.— bo<dc Bngllsti» the igogifaQ* of 
literature as distinguished from that of conversation.— 
direct B. (BUliards), rotation of the cue*ball from left 
to rtght and tendency to glance from an objectoball, or a 
cushlrm, at a broad angle, produced by striking the cue* 
ball on the left of the center.—B. disease* rickets.—B» 
land* or pale. See pale, a.—Bn'gllsli«epeak*liig* a. 
Using the English language: characterising those persons or 
peoi4es who speak English without belonging to the Fnyn«h 
natloiu— Hbaln B.* a direct, simple statement: as. the plain * 
Bnoltth of it Is this.— reverse B, (Billiards), rotation of the < 
cuedMdl from right to left, opposite to **dlrect -English,** 
produced by striking the eue*baU on the right of the center. 
— tlie ldiiig*s or qiieen*s B.* pure or correct EngUsh.— to 
murder the kia^s or queen's B;* to speak or write un- < 
grammatically.— En'gUsh-ly* adp. 

Bn'gUsh* Thomas Dunn (•/stl819-«/il9()2). An Ameri¬ 
can lawyer. Journalist, phi^clan, and author, best known 
for his song Ben Bolt. 
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CiTil Action 
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FEB 21 1944 

CHARLES E. STEWART, Clerk 



F. CHEESE 


1. CHEESB.* Tbe prodoct made from the separated card obtaioed by co> 
aEolating tbe casein of milk, sldmmed milk, or milk enriched with cream. 
Tbe coagulation is accomplished by means of rennet or other suitable enzyme, 
lactic fermentation, or by a combination of the two. The cnrdTmay be modi* 
fled by heat, pressure, ripening ferments, special molds, or suitaW seasoning. 

Certain varieties of cheese are made from the milk of animsis other than 
the cow. I 

Tbe name “cheese’* nnquallfled means Cheddar cheese (Am^can cheese^ 
American Cheddar cheese). 

WHOLE aoxx 

2. CHEODAB CHEESE. AMERICAN CHEESE. AMERICAN CHEDDAR 

CHEESE. The cheese made by tbe Cheddar process from heated and pressed 
curd obtained by the action of rennet on whole milk. It contajins not more 
than 39 percent of water, and, in tbe water-free substance, not less than 60 
percent of milk fa t. ! 

8. PINEAPPLE CHEESE. Tbe cheese made by tbe ikineapple Cheddar cheese 
process from pressed curd obtained by the action of rennet ori whole milk. 
The cord is formed into a shape resembling a pineapple, with characteristic 
surface corrugations, and during the ripening peiiiod the cheese {(s thoroughly 
coated and rubbed with a suitable oil, with or without shellac. i Tbe flnisbed 
cheese contains, in the water-free substance, not less than 519 percent of 
mUk fat. _• I 

4. LIMBUR6ER CHEESE. The cheese made by tbe Limburger process from 
unpressed curd obtained by tbe action of rexmet on whole milk. i The curd is 
ripened in a damp atmos^ere by special fermentation. The fixklshed cheese 
contalxis, in the watet^free substance, not less than 50 percent of xollk fat. 

5. BRICK OTEESE.' nxe quick-ripened cheese made by.thel bridc-cheese 
process from pressed curd obtained by the action of rennet on whole milk. It 
contains, in the wate r-free substance, not less than 50 percent of xMlk fat. 

6L STILTON CHEESE. The cheese made by the Stilton proc^ fttan un¬ 
pressed curd obtained by the action of rennet on whole milk, with or without 
added cream. During the ripening process a special blue-green nldd develtvs, 
and tbe chees e thu s acquires a marbletl or mottled appearance in Isection. 

7. GOUDA CHEESE. The cheese made by the Gouda process 'from heated 
and pressed curd obtained by the action of rennet on whole milk. Tbe rind 
is colored with saffron. The flulshed cheese contains, in the wajter-free sub¬ 
stance, not less than 45 percent of milk fat. 

8. NEUECELATEL CHEESE. The cheese made by tbe Neufcl^itel process 

from unheated curd obtained by tbe combined action of lactic fermentation and 
rennet on whole milk. Tbe curd, drained by gravity and light j pressure, is 
kneaded or worked into a butterlike consistence and pressed into forms for 
immediate consumption or for ripening. The flnisbed cheese con^lns, in the 
water-free su bstance , not less than 50 i>ercent of milk fat. \ ! 

9. iTTfiHAW CHEESE. The unrlpened cheese made by the N^d^tel process 

from whole ">iik enriched with cream. It contains, in the w-ater^free substance, 
not less than 65 percent of milk fat | , 

10. ROQUEIX)RT CHEESE. The cheese made by the Roquefort process from 
unheated, unpressed curd obtained by tbe action of rennet on the'i whole milk 
of sheep, with or without the addition of a small proportion of the of goats. 


• In eeafonnlty with act of Congrem approved Mar. 4,1923. 

*Tbe term cheese" has M<m applied to a vaxle^ of prodaeta, sa<p as Bieetta, 

Uasr, Primost My*^ psedaoed hgr various processes stun the oonatlto^iita of whey. 
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Tlie cnrd Is Inocolated with s special mold {FenMXUum roqueforti) and ripens 
with the srowth of the mold, mie folly ripened cheese is friable and h^ a 
mottled or marbled app earan ce In section. 

11. GORGONZOLA CHEBSB. The cheese made by the Gor^nzola process 
from cnrd obtained by the action of rennet on whole milk. Ihe cheese ripens 
In a cool, moist atmosphere with the development of a bine-green* mold and 

thus acoolres a mottled or marbled appearance In section. 

\ 

WHOU HXLK OB 8ICXH HZLX CEZXSB 

12. EDAM CHEESE. The cheese made by the Edam process from heated 
and pressed cnrd obtained by the action of rennet on whole milk or on partly 
akimmed milk. It Is commonly made In spherical form and coated with a 
snltable oil and a harmless red coloring matter. 

18. SWISS CHEESE. The cheese made by the Emmenthaler process from 
heated and pressed cnrd obtained by the action of rennet on whole milk or on 
partly skimmed milk. It Is ripened by special gas-prodncing bacte; *', cansing 
diaracteristic ‘‘eyes’* or boles. The finished cheese contains. In the water-free 
anbstance, not less th an 45 percent of milk fat 

14. iGAMEMBEBT CHEESE. The cheese made by the Camembert process 
from nnheated, nnpressed curd obtained by the acti(xi of rennet on whole milk 
or on slightly skimmed milk. It is ripened by the growth of a special mold 
(PeraieiZZium camemberti) on the enter surface. The finished cheese contains, 
in the water-free substance, not less than 45 percent of milk fat 

15. BRIE CHEESE. The cheese made by the Brie process from nnheated, 
impressed cnrd obtained by the action of rennet on whole miiir , on milk with 
added cream, or <m slightly skimmed milk. It is ripened by the growth of 
a special mold on the o uter surface. 

18. PARMESAN CHEESE. The cheese made by the Parmesan process from 

heated and hard-pressed cnrd obtained by the action of rennet on partly 
■klmmed milk. The cheese, during the long ripening process. Is coated with a 
snltable olL _ 

17. COTTAGE CHEESE. The nnripened cheese made from heated or nn- 
heat^ separated cord obtained by the action of lactic fermentation or rennet, 
or a combination of the two, on skimmed with or without the addition 
of bdttermilk. The drained cnrd may be ooriched with cream, and salted 
or otherwise seasoned. 

PASICDBZZXD CH PSB 

la PASTEURIZED CHEESE, PASTEURIZED-BLENDED CHEESE The 
pastenrlzed product made by c<xnminnting and mixing, with the aid of heat 
and water, one or more lots of cheese into a homogeneous, plastic mass. The 
nnqnalifled name *T>astenrized tixeese”, “pastenrized-blended cheese”, is under¬ 
stood! to mean pastenrized Cheddar cheese, pastenrized-blended Cheddar dieese, 
and ai^es to a product whldi conforms to the standard for Cheddar cheese. 
Pasteurized ^eese, pasteurlzed-blended cheese, bearing S'varietal name is made 
frmn dieese of the variety indicated by the name and conforms to the limits 
for fat and moisture for cheese of that variety. 

PBOOBSS C Kn C S B 

19. PROCESS CHEESE. The modified cheese made by comminuting and 
miTiTiy one or more lots of ^(heese into a homogeneous, plastic mass, with the 
aid of heat, with or wlriioui the addition of water, and with the incorporation 
of not more than 3 percent of a suitable emulsifying agent. The name “proc¬ 
ess cheese” unqualified Is understood to mean process Cheddar cheese, and 
applies to a pr<^uct which contains not more than 40 percent of water and. 
In the water-free substance, not less than 50 percent of milk fat Process 
dieese qualified by a varietal name is made from dieese of the variety indi¬ 
cated by ^e name, and conforms to the llmlta for fat and moisture for dieese 
of that variety. 
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STATEMENT 


To the C<mimisstoner of Patents: 

Campana Corporation, a corporation duly or¬ 
ganized and existing by virtue of the laws of the 
State of Ddaware, located and doing business at' 
Campana Building. Batavia, Illinois, having 
adopted and used the trade-mark shown i n the 
accompanying drawing, for LOTIONS FOB THE 
SKIN, in Class 6, Chemicals, medicines, and phar¬ 
maceutical preparations, presets herewith five 
specimens showing the trade-mark as actu&lly 
used by the applicant upon the goods, and ap¬ 
plies for registration thereof in the Patent Office 
of the Uhited States of America in accordance 
with the act of February 20, 1905, as amended. 
The trade-mark is applied and **afflxed” to the 


goods by lithographing the san^ on the labels or 
containers and hajs been used in the business now 
owned by the applicant in connection with the 
goods named her^ii since July 9,1940. 

The applicant hereby appoints Chauncey P. 
Carter, of 3111 Fopchall Road, Washington, D. C., 
attorney, with ful^ power of substitution and rev¬ 
ocation, to file ao4 prosecute this application, to 
make alterations and amendments therein, to re¬ 
ceive the certifical^, to apply for renewals thereof, 
and to transact all business in the Patent Office 
connected therewilth. 

campana c orpo ration. 

By R.|o. SAPPENFIKIJD, 

Vice-President. 
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Trade-Marie 383,867 


UNITED STATES PATENT OFFICE 

Campana Corporatioii, Batavia, BL 
Act of February 20, 1905 
, Application August 8,1940, Serial No. 434,775 
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STATEMENT 


To the Commissioner of PateTUs: 

Campana Corporation, a corporation duly or¬ 
ganized and existing by virtue of the laws of 
the State of Delaware, located and doing business 
at Campana Building. Batavia. Illinois, having 
adopted and used the trade-mark shown in the 
accompanying drawing, for TOILET SOAP, in 
Class 4, Abrasive, detergent, and polishing ma¬ 
terials, presents herewith five specimens show¬ 
ing the trade-mark as actually Used by the ap¬ 
plicant upon the goods, and applies for registra¬ 
tion thereof in the Patent OfBce of the United 
States of America in accordance with the act of 
February 20,1905. as apiended. The trade-mark 
is appli^ and “affixed” to the goods by litho¬ 
graphing the same on the labels or containers 


and has been used in the business now owned 
by the applicant in connection with the goods 
named herein since July 23,1940. 

The trade-mark consists merely in the words 
“Old South.” 

The applicant hereby appoints Chauncey P. 
Carter, of 3111 Foxhall Road, Washington, D. C.. 
attorney, with full power of substitution and 
revocation, to file and prosecute this application, 
to make alterations and amendments therein, 
to receive the certificate, to apply for renewals 
thereof, and to transact all business in the Patent 
Office connected therewith. 

CAMPANA C ORPO RATION, 
By R. G. SAPPENFIELD. 

Vice-President. 


I 


I 


137 


Defendcmt^s ExMbU, ' 

140 Examiner*8 Statement | 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant, under the Act ofj February 
20, 1905, the mark ‘‘Old English” written in o|d English 
script'as a trade-mark for dieese. The word ‘[‘English” 
is disclaimed. i 

(The refusal to register is based on the ground that the 
mark is merely geographical. Old cheese has quite a vogue, 
as does, presumably, English cheese. The mark inay there¬ 
fore be regarded as geographical or as geographically de¬ 
scriptive of old English cheese.) j 

In ex parte The A. S. Boyle Company, 125 Ms.D. 282, 
the mark “Old English” for floor wax was refused regis¬ 
tration on the ground that “English” was geogifaphical. 

Applicant’s argument is to the effect that the ilaark “Old 
English” refers to a period in the development of the Eng¬ 
lish language and English script, which makes j the mark 
not merely geographical, and that therefore th^ allegedly 
composite mark should be registered with a disclaimer of 
“English”. However, “English” in the instaqt mark is 
more definitely dominant than was “Kerb” in the 

141 mark refused registration in ex parte ifem Card 
Sales Corporation, 163 Ms.D., 171, 497 p.G., 785, 

wherein the First Assistant Commissioner said: | 

“In one of his actions in the instant proceeding the ex¬ 
aminer of trade-marks indicated that applicant’s mark may 
be registered with a disclaimer of the word ‘Kemi’. I think 
that ruling was erroneous. While applicant speaks of its 
‘composite trade-mark, consisting of the term “Kem” and 
a fanciful design,’ the fact remains that the word dominates 
the mark, and to permit a disclaimer would he a mere eva¬ 
sion of the statutory bar to registration.” 

It is believed that registration is properly refused. 

Very respectfully, 

F. A. RICHMOND j 
Examiner of Trade-Marhs. 



September 9,1941. 
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Decision of the First Assistant Commissioner of Patents. 

142 Applicant appeals from the refusal of the exam¬ 
iner of trade-marks to register the words ‘‘Old Eng¬ 
lish,*’ printed in Old English type, as a trade-mark for 
cheese, under the provisions of the Act of February 20, 
1905. 

The ground of the examiner’s decision is expressed in 
his statement on appeal as follows: 

‘^The refusal to register is based on the ground that the 
* ‘m»k M merely geographical. Old cheese has quite a vogue, 
.as dbek,-presumably, English cheese. The mark may there¬ 
fore be regarded as geographical or as geographically de¬ 
scriptive of old English cheese.” 

143 Applicant argues that the expression “Old Eng¬ 
lish” designates a period in history, and hence is not 

merely geographical. As applied to cheese, however, the 
word “English” has a descriptive significance, and the 
word “Old” is purely descriptive. Moreover, applicant 
has disclaimed the word “English,” conceding that word 
alone to be merely geographical; so that its mark as now 
presented is dominated by the descriptive word “Old,” 
which is manifestly incapable of denoting origin. 

The mark is registrable, if at all, under the Act of March 
19, 1920. 

The decision of the examiner of trade-marks is affirmed. 

LESLIE FRAZIER 
First Assistant Commissioner. 


April 24, 1942 



